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CLL816 — LAW OF INDUSTRIAL AND INTELLECTUAL PROPERT Y II:

COURSE GUIDE

INTRODUCTION

Intellectual property law protects the rights ofthars, inventors, creators and owners of
certain innovative and creative products. In thstfsemester, you have learnt a general
overview of intellectual property law, copyrighthlaas one of the types of intellectual

property rights, and some global emerging issuésinvine intellectual property domain such

as intellectual property and digitisation and petite of traditional knowledge, traditional

cultural expression and genetic resources.

In this course, we shall examine three other typlemitellectual property rights which are
usually classified as industrial property righthe$e are patents, designs and trademarks.
These three are essential in an innovative anchtdoyy driven society. They are vital for
commerce and have direct impact on the socio-ecangmowth and development of a

society.

These three types of intellectual property rights discussed in the three modules in this
course which are subdivided into smaller units. /INigerian legislation are the primary
focus of discussion, reference shall be made trnational treaties and the protection of

these rights in selected foreign jurisdictions.

WORKING THROUGH THIS COURSE

To complete this course, you are advised to readsthdy units, recommended books,
relevant cases and other materials provided by NCE#¢h unit contains a Self-Assessment
Exercise, and at points in the course you are redud submit assignments for assessment
purposes. At the end of the course there is a Bramination. The course should take you
about 13 weeks to complete. You will find all thengponents of the course listed below. You

need to make out time for each unit to completecthese successfully and on time.



COURSE MATERIALS
The major components of the course are.

a) Course guide.

b) Study Units.

c) Textbooks

d) Assignment file/Seminar Paper

e) Presentation schedule.

MODULES AND STUDY UNITS
We will deal with this course in 15 study unitsidied into 3 modules as follows;

MODULE ONE: LAW OF PATENT

Unit 1: Introduction and History of the Patent &ystin Nigeria
Unit 2: Patentability requirements

Unit 3. Registration of Patents

Unit 4. Subsistence and exploitation of patents

Unit 5. Infringement of Patents

MODULE TWO: INDUSTRIAL DESIGNS

Unit 1. Introduction to Industrial designs

Unit 2. Requirements for registration and Non-Reegide Industrial Designs
Unit 3. Registration of industrial designs

Unit 4. Subsistence and Exploitation of registaretiistrial designs

Unit 5. Infringement of industrial designs and reies

MODULE THREE. TRADEMARKS
Unit 1. Introduction to trademarks law: definitiashjectives and history
Unit 2. Registration of Trademarks

Unit 3: Subsistence of Trademarks



Unit 4. Exploitation of trademarks

Unit 5. Infringement of trademarks

All these Units are demanding. They also deal Wwahic principles and values, which merit
your attention and thought. Tackle them in sepastidy periods. You may require several
hours for each. We suggest that the Modules beestuzhe after the other, since they are
linked by a common theme. You will gain more framer if you have first carried out work
on the law of contract. You will then have a clegveture into which to paint these topics.

Subsequent units are written on the assumptionythahave completed previous Units.

Each study unit consists of one week’s work anduthes specific objectives, directions for
study, reading materials and Self-Assessment Eses($AE).Together with Tutor Marked
Assignments, these exercises will assist you ineaafg the stated learning objectives of the

individual units and of the course.
TEXTBOOKS AND REFERENCES

Certain books have been recommended in the coYwme.should read them where so

directed before attempting the exercise.

ASSESSMENT

There are two aspects of the assessment of thiseatine Tutor Marked Assignments, and a
written examination. In doing these assignments woe expected to apply knowledge
acquired during the course. The assignments mustubenitted to your tutor for formal

assessment in accordance with the deadlines statdte presentation schedule and the
Assignment file. The work that you submit to youtorr for assessment will count for 30% of

your total score.

SELF-ASSESSMENT EXERCISES



Self-assessment questions are raised at the em@obf module to measure the level of

successful engagement with the legal issues covétrerifeedback (answers) in the body of

the main text is distilled and put up at the endhefcourse material. This will enable you to

understand and apply legal principles to practgaiations in resolving legal matters in the

field of marine insurance law.

FINAL EXAMINATION AND GRADING

The duration of the final examination for this ceeiiis three hours and will carry 70% of the

total course grade. The examination will consistjeéstions, which reflect the kinds of self-

assessment exercises and the tutor marked prolyemsave previously encountered. All

aspects of the course will be assessed. You shmddhe time between completing the last

unit and taking the examination to revise the entiourse. You may find it useful to review

yourself assessment exercises and tutor markeghassnts before the examination.

COURSE SCORE DISTRIBUTION

The following table lays out how the actual courseking is broken down.

Assessment

Marks

Assignments 1-4 (the best three of all

assignments submitted)

leour assignments. Best three marks of the

four counts at 30% of course marks.

Final examination

70% of overall course score

Total

100% of course score.

COURSE OVERVIEW AND PRESENTATION SCHEDULE

Module / Title of Work
Unit

Weeks| Assessment

ACIVIY | 1 of Unit)




MODULE

MODULE 1: LAW OF PATENT

1
Unit 1 Introduction and History of the Patent System in Assignment 1
Nigeria
Unit 2 Patentability Requirements Assignment 2
Unit 3 Registration of Patents Assignment 3
Unit 4 Subsistence and Exploitation of Patents Assignment 4
Unit 5 Infringement of Patents Assignment 5
MODULE | INDUSTRIAL DESIGNS
2
Unit 1 Introduction to Industrial Designs Assignment 6
Unit 2 Requirements for Registration and Non-Registrable Assignment 7
Industrial Designs
Unit 3 Registration of Industrial Designs Assignment 8
Unit 4 Subsistence and Exploitation of Registered Indaistri Assignment 9
Designs
Unit 5 Infringement of Industrial Designs and Remedies Assignment
10
MODULE | TRADEMARKS
3
Unit 1 Introduction to Trademarks Law Assignment
11
Unit 2 Registration of Trademarks Assignment
12
Unit 3 Subsistence of Trademarks Assignment
13
Unit 4 Exploitation of Trademarks Assignment
14
Unit 5 Infringement of Trademarks Assignment
15

HOW TO GET THE MOST FROM THIS COURSE
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In distance learning, the study units replace &wturer. The advantage is that you can read
and work through the study materials at your pand,at a time and place that suits you best.
Think of it as reading the lecture instead of lstg to a lecturer. Just as a lecturer might
give you in-class exercise, you study units prowercises for you to do at appropriate

times.

Each of the study units follows the same formate Tinst item is an introduction to the
subject matter of the unit and how a particulart usiiintegrated with other units and the
course as a whole. Next is a set of learning olvgext These objectives let you know what
you should be able to do by the time you have cetedl the unit. You should use these
objectives to guide your study. When you have ffieds the unit, you should go back and
check whether you have achieved the objectivegouf make a habit of doing this, you will

significantly improve your chances of passing tharse.

Self-Assessment Exercises (SAE) are interspersemdidhout the units. Working through
these tests will help you to achieve the objectiséshe unit and prepare you for the
assignments and the examination. You should do 8alfkAssessment Exercise as you come
to it in the study unit. Apart from the feedbackgwers) to the SAE, examples are given in

the study units. Work through these when you hamecto them.

TUTORS AND TUTORIALS

There are 15 hours of tutorials provided in suppbthis course. You will be notified of the
dates, times and location of the tutorials, togethiéh the name and phone number of your

tutor, as soon as you are allocated a tutorialgrou

Your tutor will mark and comment on your assignnseri{eep a close watch on your
progress and on any difficulties you might encoun¥our tutor may help and provide
assistance to you during the course. You must gend Tutor Marked Assignments to your
tutor well before the due date. They will be markgdyour tutor and returned to you as soon

as possible.

11



Please do not hesitate to contact your tutor epteine or e-mail if:

e You do not understand any part of the study unith® assigned readings.
e You have difficulty with the self-assessment ex&zsi
e You have a question or a problem with an assignnveitih your tutor’'s comments
on an assignment or with the grading of an assighme
You should try your best to attend the tutorialkisTis the only chance to have face to face
contact with your tutor and ask questions which amswered instantly. You can raise any
problem encountered during your study. To gainnfaimum benefit from course tutorials,

prepare a question list before attending them. Wibigain a lot from participating actively.

12
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MODULE 1 — LAW OF PATENT
UNIT 1: Introduction and History of the Patent System in Nigeria

1.1 Introduction

1.2 Learning Outcomes

1.3Introduction and History of the Patent System in Ngeria
1.3.1 Definition
1.3.2 Obijectives of Patent System
1.3.3 History of Patent System in Nigeria

1.4 Summary

1.5 Self-Assessment Exercises and Feedback

1.6 References for Further Reading

1.1 Introduction
The law of patents protects new inventions and awgment on existing inventions.
Patents grant monopoly rights to inventors in order encourage scientific and
technological advancements in the society. Aftas fimited period, such inventions
become available freely to members of the sociaty@n subsequently be built upon for
greater development and advancement. Patent réghtsherefore essential for scientific

and technological advancements.

Patent is one of the types of intellectual propeights. It protects inventions and
improvements on existing inventions. It should lbéed that patents are not synonymous
with inventions, rather patents are legal propnetaghts which are granted to the owner
of an invention. In other words, an invention ig #ubject matter of a patent. This Unit
provides a background to the protection of pategiits by attempting a definition of

patent rights and discussing the history of patenidigeria.

1.2 Learning Outcomes
At the end of this study, you should be able to:
1. define patents
2. explain the objectives of patent system

3. understand the history of the Nigerian patent syste

14



1.3INTRODUCTION AND HISTORY OF THE PATENT SYSTEM IN NI GERIA
1.3.1 Definition

A patent is an intellectual property right granted protect new inventions or
improvements of an existing invention. It is grahtby the government or its
authorized agency under statutory law. For instapatents are granted by the Patents
and Designs Registry under the Patents and De8ignk970 in Nigeria. A patent is a
legal right that gives the inventor of new and ubkpfoducts or processes the right to
exclude others from the commercial exploitatiorthair inventions. This shows that
patents can be with respect to products (articled ather tangible objects) or
processes (methods of achieving a result or presefss making products) {s.6(1)
Patents and Designs Act 19Arewa Textile Plc & Ors v. Finetex L{d997-2003) 4
IPLR 350}

A patent can also refer to a document issued bgdwernment, upon application by
an inventor, which describes an invention and asrifee right to prevent others from
the commercial exploitation (use, sale, manufactarport, import, storage for the

purpose of sale) of the invention.

1.3.2 Objectives of Patent System
The patent system, like all other intellectual mnap rights, entails a social contract,
that is, a contract between the inventor and tHai@uin return for inventions, the
inventor is given a monopoly over the invention &olimited period, after which the
invention falls into the public domain, in thatcin be used freely by members of the
society. Hence, patents promote scientific and reldgical advancements

particularly through the protection on improvemaeortsexisting inventions.

Investing research and development including o#mleavours leading up to an
invention is usually a costly and time-consumingreise. Patents rewards inventors
by giving them the monopoly over the invention nder to give them time to recoup

their investments and make some profits from it.th& same time, it serves as an
incentive for inventors to encourage them to cadito invent since through patents,

others should not freely make use of their invemtigthout their authorisation.

15



Furthermore, patents recognise the right of inventto their inventions and
acknowledges their ownership of same. It allowsemuers to have credit for their
inventions and be recognised in this regard. Itefoge acknowledges their natural

right to their invention.

Another objective of the patent system is the prioomoof research and development
which is achieved through the requirement thatethmust be a disclosure of the
invention in a sufficiently clear and complete manfor someone skilled in the field

of the invention to be able to recreate the inwamntiThe patent document therefore

serves as a source of information for further netea

Patents also ensure technology transfer and ergmumaestment including foreign
direct investment (FDI) when investors are awaag there is a legal protection of

their investment through patent law.

1.3.3 History of The Patent System in Nigeria
The history of patent system in Nigeria and marheotdeveloping countries can be
traced to the 1879 Patent Conference in Paris wheras decided that patent laws of
colonial masters should be extended to their ceknihe patent system was therefore
first introduced to the Colony of Lagos by the P&eOrdinance (No 17) of 1900, the
Southern Protectorate by the Patents Proclamatmdinéhce (No 27) of 1900, and
the Northern Protectorate by the Patents Proclamadrdinance (No 12 of 1902).
These ordinances established patent offices irethesas and contained substantive
and administrative provisions on the patent systafter the amalgamation of the
Northern and Southern protectorates in 1914, tpes@ous laws were repealed and

the Patents Ordinance (No 30) of 1916 was putanepl

In 1925, the Ordinance was amended to become Ra@st of United Kingdom
Patents Ordinance (No 6) of 1925, Cap 182, Lawiigéria 1958. Under this law,
unlike the previous Ordinances, patents obtainedh& United Kingdom were
registrable or renewable in Nigeria. The implicatiwas that anyone interested in
having patents right had to apply to the UK offioe grant before registering same in

Nigeria. This law was operative even post-indepaodeuntil the first indigenous
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patent legislation was passed in 1970 — the PasemtsDesigns Act, 1970, Cap P2,
LFN 2004 (PDA).

In addition, there are certain international tresmtwhich relate to patents which
Nigeria has acceded to such as the Paris Convefttioine Protection of Industrial
Property Rights, 1883 and the Agreement on thed Related Aspects of Intellectual
Property Rights, 1994 (TRIPS Agreement). Referesiedl be made to these treaties
during the study

SELF-ASSESSMENT EXERCISE (SAE) 1

1. Patents are an essential drive for scientific tentinological

development of the society. In the light of thisscdiss the

rationale for the patent system.

1.4 Summary

In this unit, we have defined patents and alsoudsed the objectives of patents rights.

Although Nigeria can trace the legal protectiompafents to the United Kingdom, the first

indigenous patent legislation was made in 1970fagahis has been the only indigenous

patent legislation in Nigeria and it is due for amendment or overhaul in the light of

various scientific and technological advancementdsy.

1.5 References/Further Reading/Web Sources

1)

2)

3)

4)
5)

Adejoke O. OyewunmiNigerian Law of Intellectual PropertyUnilag Press and
bookshop Ltd, 2015) pp. 141-147

Jide Babafemi]ntellectual Property: The Law and Practice of Caght, Trade
Marks, Patents and Industrial Designs in Nige(iustinian Books Ltd, 2007) pp.
342-346

Bryan A. Garner (edBlack’s Law Dictionar)(sth ed, Thomson West, 2004) 1156
Patents and Designs Act, Cap P2, Laws of the Federaf Nigeria, 2004, s.6(1)
Arewa Textile Plc & Ors v. Finetex L{d997-2003) 4 IPLR 350
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MODULE 1 — LAW OF PATENT
UNIT 2: Patentability Requirements

2.1Introduction

2.2 Learning Outcomes

2.3Introduction and History of the Patent System ige¥ia
2.3.1 Patentable Inventions and the Requirements fomBdi#ity
2.3.2 Patenting Improvements on Inventions
2.3.3 Non-patentable inventions

2.4Summary

2.5Self-Assessment Exercises and Feedback

2.6 References for Further Reading

2.1Introduction
Not all inventions are patentable as some do natlifyuor meet the requirements for
patentability. This Unit shall examine patentabieseintions and the requirements for

patentability, improvements on existing patents nrednon- inventions.

2.2Intended Learning Outcomes
At the end of this study, you should be able to:
1. Understand the requirements of patentability
2. Differentiate between patentable and non-patenialsntions

3. Explain the patent of improvements on existing imigns.

2.3 Patentability Requirements
2.3.1 Patentable inventions and the requirements for pateability

Patentable inventions refer to inventions in respéwhich the law will grant patent
rights. According to Oyewunmi, an invention is aifus, newly created process or
product which results from the exercise of skilimgenuity by the inventor. Black's
Law dictionary defines it as a patentable device poocess created through
independent effort and characterized by an extraarg degree of skill or ingenuity.
Patentable inventions can therefore be either mtsdor processes as stated earlier

in Unit 1.

19



To qualify for protection, section 1(1) of the PDéquires an invention to be new,
result from inventive activity and capable of intiizgd application. There are
therefore three requirements of patentability whiate newness or novelty,
inventiveness or non-obviousness and industrialiegipn. These three shall be

discussed below:

2.3.1.1Novelty/Newness
By section 1(2)(a) of the PDA, an invention is néut does not form part of the
state of the art. An understanding of the concépstate of the art’ is therefore
essential in determining the novelty of an invemtiart in this regard, refers to the
art or field of knowledge to which an inventionats (s 1(3)(a) PDA). For
instance, for an invention of a new drug or vacdaorecoronavirus or ebola, the art
is the pharmaceutical industry. An invention thelates to the operations of a

tractor, the field is engineering or more specifjcagricultural engineering.

State of the art refers to “everything concernihgttart or field of knowledge
which has been made available to the public anyevhed at any time whatever
(by means of a written or oral description, by osen any other way) before the
date of the filing of the patent application ratatito the invention or the foreign

priority date validly claimed in respect thereof...”

It therefore means that newness is judged agdiesnivention not forming part of
the state of the art, where state of the art esdigntrefers to everything
(information, object, process) about that fieldttd knowledge that has been made
available to members of the public or disclosederé&fore, publication or

disclosure defeats novelty.

Publication can be anywhere in the world (not ledito Nigeria), at any time, oral,
written, by usage or any other way. Under Nigeriaws, disclosure to other
person who is not under an obligation of secredgate novelty. Where the person
is free to disclose to others whether inadverteotljraudulently, there has been a
disclosure. It does not matter that the person rditl actually disclose it. For
example, describing the invention at a conferencenan interview. But if the

disclosure is made in confidence by the inventosameone with whom he has a

20



non-disclosure agreement or some kind of confidéwiligation, then novelty is
not defeated. (Sefeall Corp v. Commercial Hydraulics (Belford) L{d990) FSR
329; Threeway Pressings LtdJK Intellectual Property Office, BL O/124/12, 20
March 2012).

Publication can be by document. Describing thentiea in an article or any other
document accessible to members of the public is@adure. Mere exhibition or
display in a library, bookshelf or book shop camséis disclosure and it does not
matter that no one bought the book or saw it. Téterining factor is whether it
could have been accessed by anyone Yseeder Lady v. Bamfor@963) RPC
61).

There can also be publication by use. Where amtrose has been used in a place
the public can have access to, this can affectlty{e@eeFemento Industrial S.A v.
Mentmore Manufacturing Co. Ltd956) RPC 87Windsurfing International Inc.

V. Tabur Marine (GB) Ltd(1985) RPC 59). Secret or experimental uses may

however not defeat novelty.

Note also that the relevant date for determinirggribvelty of an invention is with
respect to the state of the art before the datleeofiling of the patent application or
the foreign priority date validly claimed in resped the patent application. The

concept of foreign priority shall be explained neater detail in Unit 3.

Therefore, with regards to novelty, the first isssi@vhether the prior publication
was made available to the public before the reledate (date of filing or foreign
priority date). The second issue is whether theorppublication discloses,

describes, or anticipates the invention in the gaapplication.

The only exception, when publication before theevaht date will not defeat
novelty, is where an invention has been exhibitedam official or officially
recognized international exhibition within the pefiof six months preceding the
relevant date by the inventor or his successatlén Note that the reference here is

to official and officially recognized exhibitionsybthe Bureau of International

21



Expositions (BIE) and not just the mere fact that exhibition is tagged

international.

2.3.1.2Inventive Activity
An invention results from inventive activity if does not obviously follow from
the state of the art, either as to the method agi@ication, the combination of
methods, or the product which it concerns, or aweondustrial result it produces
(Section 1(2)(b) PDA). Therefore, the invention il essentially different from
the previous efforts in the field. It must sign#itly advance the state of the art.
The inventor must have exercised his inventive ltgdn a manner that would be

considered ingenious as a to qualify for the goduat patent.

Inventive activity is also called non-obviousneBhis implies that the differences
between the invention and the relevant prior asughnot have been obvious to a
person reasonably skilled in that art or field obwledge. Therefore, in assessing
whether an invention effects an advancement ofptieeexisting art, the test the
courts apply is whether the claimed invention wagi@us to one who is skilled in

the relevant technology.

In Windsurfing International Inc. V. Tabur Marine (GB)d (1985) RPC 59 the
court gave a guide in determining inventive acyivithe first is to identify the
invention (product or process). Subsequently, thartcassumes the role of a
person skilled in the art, that is a normally gldllbut unimaginative person in the
relevant field of knowledge to which the inventioalates. Next, the court
identifies the differences between the inventiod #me prior art (state of the art
prior to the invention). Then the court needs toitself whether those differences
would have been obvious to the skilled person ey timvolve some degree of
ingenuity to be arrived at. Evidence of previoutethattempts at arriving at that
invention or that the invention fulfilled a longhfeneed in the art may assist the
court in arriving at a decision in this regard.®eoctor v. Bennig1887) 37 Ch.D
740)

22



2.3.1.3Industrial Application
An invention is capable of industrial applicatidntican be manufactured or used
in any kind of industry, including agriculture ($iea 1(2)( c) PDA). This means
that the invention should not just be a mere ideafaym of theoretical
phenomenon. It must be useful in that it providesne practical benefit
(usefulness) or be capable of being manufacturedannindustry (industrial
applicability). This requirement applies even tmgess patents which must be
useful in that it is possible to carry out the @& This requirement is therefore
met as long as the invention can be made in anstngwithout necessarily
considering its usefulness. However, a useful itigenis still required to be
industrially applicable. The definition of ‘indugtris quite broad and it includes

agriculture.

2.3.2 Patenting improvements on inventions
Improvement on existing inventions are patentabiden the Act (section 1(1)(b)
PDA). This improvement must also satisfy the threquirements of patentability
which are novelty, inventive activity, and induatrapplication (sedames Oitomen
Agbonrofo v. Grain Haulage and Transport L(iP98) FHCI 236). The improvement
must therefore be a substantial one and not mesmetic or minor alteration. This
provision is useful in encouraging indigenous irees who may improve upon
foreign patents or adapt same to local needs. #lds relevant for technological

advancements and improvement of existing technology

However, where there is a valid patent on the mxgsinvention upon which the
improvements are made, the inventor of such imprmrés should obtain the
appropriate authorization or license of the invewtiothe existing product or process

before he can commercialize his improvement oregigting invention.
2.3.3Non-patentable inventions
Some inventions are not patentable either becdwese dre as stated in the Act or

because of the nature of the subject matter.

2.3.3.1Principles and Discoveries
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Section 1(5) PDA. Principles and discoveries arecoosidered an invention even
if they are of a scientific nature. These are tigiltde for patentability particularly

because theories lack the element of inventiveiagti A person may discover that
a known machine produces an effect that no one kmethat a process has an
improved effect if continued for a longer periodasr advantage in the working of
a known scientific process, without any modificatim that process, may have
made a useful discovery but if he does nothing meuveh a discovery is not
patentable. A patentee must do something moresauie ingenuity and novelty to
what was existing previously. Buckley J puts ithapgt Reynolds v. Herbert Smith
& Co Ltd (1913) 20 RPC 123: ‘Discovery adds to the amouhthoman

knowledge, but not merely by disclosing somethingention necessarily involves
also the suggestion of an act to be done, and #t tm& an act which results in a
new product, or a new result, or a new processaarew combination for

producing an old product or an old result.’

Marie Curie, for example, discovered the radio&c&lement radium, isolated it
and established its properties. This was a meodesy which did not entitle her
to a patent because radium was already existimgtiare. This discovery did not
meet the requirements of novelty and have no imdisipplication. However, the
“discovery” of X-rays by Roentgen was an inventibat could have been patented
since it consisted of an application for medica o$the properties of radioactive
material [Genetech Inc’s Patent [1989] RPC 147 (G@hiron Corp V Murex
Diagnostics Ltd. [1997] RPC 535 (CA)].

2.3.4Plant or animal varieties or biological process foproducing plants or animals
Plant or animal varieties, or essentially biologipeocesses for the production of
plants or animals (other than microbiological psses and their products) are not
patentable (section 1(4)(a) PDA). This exceptionptdent right is due to ethical
considerations with regards to creating a privatenopoly on life (plants and
animals) or things occurring in nature. It alsoheos on animal rights, biosafety and
adverse impact on the environment. However, thisipion in the PDA can limit the
patenting of biotechnological inventions which deave significant benefits. Article
27(3) of the TRIPS Agreement imposes the obligabbrmember states to protect

new plant varieties which can be achieved via gatgstem, aui generidegislation
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or a combination of these two. Some jurisdictidret do not allow for patent of plant
varieties afford protection through a sui genel@pvariety rights provision. Nigeria
does not have a plant variety right legislations ttmeans that agricultural research
that involves essentially biological processes likess breeding will not be eligible

for plant protection.

Genetically modified crops are however becomingemsal and useful in the
agricultural and horticultural fields where plardgan be genetically engineered to
produce certain desirable qualities such as bgitdds, pest or diseases resistant,
infusion of certain nutrients or vitamins amongesth Nigeria therefore has to weigh
its options to ensure that the PDA is able to mtddéotechnological inventions while
balancing the interest of the public in the preaton of life forms and also

preventing biopiracy.

It should however be noted that what the Act exetuilom patentability is essentially
‘biological’ processes for the production of plaatsanimal varieties. Microbiological
processes and their products can be patented uhderAct. This means that
biotechnological inventions that involve microbigical processes nay be patentable
under the Act.

2.3.5 Publishing or Exploiting Inventions contrary to public order or morality

Inventions the publication or exploitation of whialould be contrary to public order
or morality. An invention whose publication or eajtion would offend the moral
sense of the average or reasonable member of ¢retystalls into this exception. An
example is an invention that may cast denigrate refigion or ethnic group in the
Nigerian society. However, the exploitation of awention is not contrary to public
order or morality merely because its exploitatisqpiohibited by law (Section 1(4)(b)
PDA).

Furthermore, Article 27(2) of the TRIPS Agreemenbyides that “members may
exclude from patent protection certain kind of intéens, for instance inventions the
commercial exploitation of which would contravemedre public or morality,

including to protect human, animal or plant lifeh@alth or to avoid serious prejudice
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to the environment, provided that such exclusiomas made merely because the

exploitation is prohibited by their law.”

SELF-ASSESSMENT EXERCISE (SAE) 2

1. Discuss the requirements of patentability ofrarention.

2. Not all inventions are patentable. Discuss tweush inventions.

2.4 Summary
Patent rights protect new inventions which satishe three requirements for
patentability. However, some inventions are noepble and cannot be granted patent
protection such as plant, animal varieties, biaabprocesses, inventions contrary to

public order or morality, scientific principles adgcoveries.
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MODULE 1 LAW OF PATENT
Unit 3: Registration of Patents
CONTENTS:

3.1lIntroduction
3.2Learning Outcomes
3.3 Registration of Patents
3.3.1 Right to Patent (Ownership of Patent)
3.3.2 Application for Registration of Patent
3.3.3 Foreign Priority
3.3.4 Examination and Grant of Patent
3.3.5 Rights Conferred by Patent
3.3.6 Limitations to the Patentee’s Rights
3.4Summary

3.5References for Further Reading

3.1 Introduction

Before an inventor can enjoy patent rights, theem@r must register at the Patents and
Designs Registry. This is unlike what obtains widspect to copyright which does not
require registration. This Unit shall examine thenership of patent rights, registration of

patents and rights conferred on a patentee.

3.2 Learning Outcomes

At the end of this study, you should be able to:

1. Identify who owns a patent right

2. Understand the process of registration of patenikigeria
3. Understand the Rights conferred by a patent
4

. Explain the exceptions to patent rights

3.3 Registration of Patents
3.3.1 Right to patent (Ownership of Patent)
The right to a patent in respect of an inventionasted in the statutory inventor

under the Act. The statutory inventor is the peradw, whether or not he is the
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true inventor, is the first to file, or validly taim a foreign priority for, a patent
application in respect of the invention (sectiol)2PDA). This means that the
statutory inventor is not necessarily the true imwee where the latter refers to the
natural person who actually came up with the ineenor exercised the inventive

activity in the invention.

It also means that Nigeria operates a first to $ifstem wherein the patent right
granted to the first person who files the inventwrclaims a valid priority date in

respect of the invention at the Patents Registtys Thay seem to encourage
fraudulent practices when applicants may rush fyajor a patent in respect of an
invention which they have not actually inventediteey do not have authorisation

to register.

Therefore, the Act through its provisions seeksptevent third parties from
applying for patents without the authorisation lod true inventor. Hence, the true
inventor has a right to be named as such in thenpatwen if he is not the statutory
inventor and this right cannot be modified by atcact (Section 2(2) PDA).

The Act protects the true inventor further by pdivg that where the essential
elements of a patent application were obtained feoperson without his consent
both to the obtaining and the patent applicatidihrights in the application and
patent granted shall be deemed to be transferrethdotrue inventor or his

successor in title (section 2(3) PDA).

While it is possible for two or more persons torlaened as joint inventors, it must
be noted that a person is not an inventor if herhasely assisted in doing work
connected with the development of an invention authcontributing any inventive

activity (section 2(5) PDA). This means that aneimtor is the person who actually
contributed or carried out an inventive activityn (@ssential requirement of
patentability discussed earlier in Unit 1). A mdab assistant or person who
assisted in experimentation or field study aftez thventor came up with the
invention shall therefore not qualify as an inventonder the Act. Mere

administrative and marketing activities would aisit be considered as inventive
activity.
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The PDA also gives guidance as to who has the righpatent in cases of
commissioned works or works made in the coursengsleyment. The right to a
patent in respect of an invention made in the @uo$ employment or

commissioned work belongs to the employer or thegrethat commissioned the
work (section 2 (4) PDA). This is in line with treommon law work-for-hire

principle Patchet v. Sterlingl 955] AC 534).

The key thing to note in this provision is therefovhether the invention was made
‘in the course of employment’ or in the executidraccontract in the performance
of a specified work. An invention will be considdreo have been made in the
course of employment where the employee makes ufgdime and resources

(data, money, lab, materials, equipment and s@btije employer.

In order to recognise the significant contributiointhe true inventor in cases of
commissioned works and works made in the coursemployment, the Act
provides that where the inventor is an employee faactontract of employment
does not require him to exercise any inventivevagtbut he has used the data or
means provided by his employer in making the ineente is entitled to fair
remuneration. Also, where the employee’s inventsoaf exceptional importance,
he is entitled to fair remuneration even wheredoistract of employment requires
him to exercise inventive activity. The fair remeet@n should take into account
his salary and the importance of the invention; dhid entitlement is not
modifiable by contract (section 2(4) PDA).

The provision of section 2(4) may not be sufficiemiprotect an inventor. This is
because it distinguished between an invention ithaf ‘exceptional importance’
and other inventions whose importance are probabtyexceptional, this should
not be. It means that it becomes a question of dact sometimes a subjective
assessment in determining whether an inventiorf isxoeptional importance or
not. More so, sometimes an invention may seem gomance but with new
scientific developments, it becomes redundant. €wmmly, a seemingly
unimportant invention may become important with engcientific development

particularly if there is an invention of some otlvmplementing technology that
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can make use of the initial unimportant inventiarthermore, it may not always

be ascertainable from the outset whether an inwentill be profitable or not.

In this regard, Babafemi argues that once an inweris patented, the inventor
should be rewarded. He also argues that basingethaneration on the inventor’s
salary is unjust as the salary may be very low.efdy arrangement could be that
the remuneration of the inventor should be a péacenof the earnings of the

invention. This would better reflect the incomenfréhe patent.

3.3.2 Application for registration of patent

A patent application is made to the Registrar ofeRs and shall contain the

following:

(a) a petition or request for a patent containing tpelieant's full name and
address and, if that address is outside Nigeriaaddress for service in
Nigeria,

(b) a specification including a description of the velet invention with any
appropriate plans and drawings,

(c) a claim or claims, and

(d) the prescribed fee

(e) where appropriate, a declaration signed by theitrwentor requesting that he
be mentioned as such in the patent and givingdmsenand address

(f) if the application is made by an agent, a signedegp®f attorney

(g) such other matter as may be prescribed; and

(h) Where the applicant is claiming a foreign prioritye shall append to his
application a written declaration showing-

(i) the date and number of the earlier application,

(i) the country in which the earlier applicatioms/made, and

(iii) the name of the person who made the earliplieation; and

(iv) not more than three months after the makinthefpatent application,
he shall furnish the Registrar with a copy of tharlier application
certified correct by the Industrial Property Offig its equivalent) in the
country where the earlier application was madet{&e8 PDA).

Some essential parts of the patent applicatiomliaceissed below
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3.3.2.1The Description
The description must disclose the relevant inventim a manner
sufficiently clear and complete for the inventianke put into effect by a
person skilled in the art or field to which the eméion relates (section
3(2)PDA), Rule 12(1)). This is because the idearukthe patent system is
a social contract. In the sense that in returrafdisclosure of his invention,
an inventor is granted monopoly for the period laf validity of a patent
(usually 20 years) after which the patent fallg itite public domain (can be
used by anyone). Inventors must therefore enswtethieir description of
the invention is the best method and sufficientBac such that a person
skilled in the art in that field can carry it odihis in turn ensures scientific
and technological advancement as other inventors kamething to work
on or improve upon in order to continue to havesitiions. The applicant is

therefore not permitted to withhold the best infatimn from the public.

Cornish and Llewellyn explains it thus: “in the ea®f mechanical
contrivances, the patentee normally seeks to [fulfis obligation of

disclosure by describing at least one embodimertii®fconcept, giving
details about how it is to be made wherever thabtsobvious ... Likewise
in a chemical case he will provide at least onergxa of the procedures
involved in his invention... where alternatives alairoed, other examples
may well be necessary. ... whether disclosure iscserft has always been
treated as a question of fact. A court must judgeissue from evidence
about how the skilled person would have understbedspecification at its
date of filing. The purpose is not to instruct threnitiated in the whole art.
Those who have been working in a field soon buifgtbru a web of

assumptions and understandings about how thingsbeamade to work
which will not be shared by outsiders. Their comngameral knowledge

does not have to be rehearsed in the specification”

3.3.2.2The Claims
The claims define the exact protection sought leyapplicant. It defines

the monopoly he seeks and the extent of protectiomferred on the
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patentee by the patent (section 6(2) PDA. Rule )1Pgent Rules). The
claim must be clear and state succinctly the inventhat is sought to be
protected. It is not a description but a limitatiohthe description of the
invention. Great care and skill must therefore ker@sed in writing the

claims.

Thorson J inMinerals Separation cas€l947) Exc R.306 explained as
follows: “... by his claims the inventor puts fenca@®und the fields of his
monopoly and warns the public against trespassimdiis property. His
fences must be clearly placed in order to givendgeessary warning and he
must not fence in any property that is not his oWwhe terms of a claim
must be free from avoidable ambiguity or obscuatyd must not be
flexible. They must be clear and precise so thatphblic will be able to
know not only where it must not trespass but alkere it may safely go. If

a claim does not satisfy these requirements, motstand.”

The Federal High Court ifPfizer v. Polyking Pharmaceutical Limited
[1998] 1 FHCLR 1 agreed with plaintiffs counselththe limits of the
exclusive rights granted by a patent is as defibgdthe claims in the

specifications and not by the title given to thielepatent.

By section 3(3) PDA, a patent application shalhtelto only one invention,
but may include in connection with the inventionicis for any number of
products, any number of manufacturing processeshfase products, and
any number of applications of those products. df itivention is in relation

to processes, the claims may be for any numberadgsses, and for the
means of working those processes, for the resuttinguct or products and

for the application of those products.

3.3.2.3The Plans and Drawings
Where necessary, the patent application is to delglear plans and
drawings to illustrate the invention. Whether thmehsions given in the
drawings would strictly define the limits of thetpatee’s invention is a

question of fact and interpretation by the coursuélly, what defines the
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scope of the patentee’s monopoly is the claims. plaes and drawings as
well as the description are only used to interpinet claims (Section 6(2)
PDA).

3.3.3Foreign priority
Priority date applies to a foreign application tlmas first been applied for in
another contracting state to an international &atgr which application can still be
made in other contracting states within the prnomeriod without the prior
application affecting the novelty of the subsequapplication in the other

countries.

The concept of foreign priority originated from isie 4 of the Paris Convention
which provides that “Any person who has duly fil@d application for a patent, or
for the registration of a utility model, or of amdustrial design, or of a trademark,
in one of the countries of the Union, or his susoesn title, shall enjoy, for the
purpose of filing in the other countries, a right priority during the periods
hereinafter fixed” (see section 27 PDA). Foreigiopty therefore applies to most

registered intellectual property rights.

The essence is to allow an applicant to register dri her right in various
jurisdictions without the previous application da&fag his novelty in the
subsequent jurisdiction. This is particularly usdtr determining the novelty of
patents where the newness is judged against ptibficanywhere (not limited to
Nigeria for example). It therefore means that Wdntor A has first filed in Ghana
in October 2019 before coming to file in NigeriaNtarch 2020, the relevant date
for judging the novelty of his or her invention tise date of filing in Ghana
(foreign priority date) and not the date of filing Nigeria. Hence, the Ghanaian
application would not defeat the novelty of the éign application. Also, if a
similar invention was filed by Inventor B in Nigarin February 2020, Inventor A
would have priority over Inventor B in Nigeria ae first filed in a contracting

foreign state in October 2019.

By Article 4C of the Paris Convention, the prionigriod for patents is 12 months
from the date of filing in the first country (semti 27(2)(a) PDA).
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3.3.4 Examination and grant of patent

The powers of the Registrar with respect to pasgylications are essentially
administrative and the application is only check&dcompliance with the formal
requirements discussed .3.2 above Where the application satisfies these
requirements, the Registrar shall grant the pgtumke 14, Patent Rules). However,
where on examination of the patent applicationghes been no compliance with
these formal requirements, the Registrar shallctejee application (Rule 13,
Patent Rules). Nigeria therefore operates a ragjisir patent system. In fact, the
Registrar is expressly precluded for examining tarisre mattes such as the
fulfillment of requirements of patentability undsection 1 and the sufficiency of
the disclosure of the description or the claimgtjea 4(2) PDA. The Registrar is
also prevented from checking whether a prior apgibn, or an application
benefiting from a foreign priority, has been madéigeria in respect of the same
invention, and whether a patent has been grantadesult of such an application.
Although this position encourages the grant of weatents and makes the registry
more perform more of a ‘rubber stamp’ functionyiés probably inserted in order
to protect local inventors and encourage indigenoasvation. Unfortunately,
despite this provision, there are few patent appbos in Nigeria most of which
are by foreign inventors seeking to protect theteriest in the country. Another
reason for this provision could have been the laicgatent examiners at the time
of the enactment of the PDA. This also is no lortiper case as Nigeria now has
lots of graduates and experts in the field of szeeand technology. It is therefore
clear that these provisions have outlived theievahce and it is high time they
were repealed and Nigeria undertake substantiveni@gtion of patents to ensure
that granted patents are strong and provide useflitrue information in order to

drive scientific and technological development.
Anyone that seeks to contest the validity of a pateas to apply to the court

(section 26 PDA). The theory is that the Registi@es not have the competence to

judge the merits of patent applications. Hence, Abe provides that patents are
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3.35

granted at the risk of the patentee without guaeardf validity (Section 4(4)
PDA).

Upon the grant of a patent, the Registrar will essudocument in this regard
which will bear the relevant patent number, the @and domicile of the patentee
(or his successor in title or assignee if any),dhtes of the patent application and
grant, the title of the invention, the period ofidéy, with reservation as to the
right of third parties, the number and date of &epiaapplication where foreign
priority is claimed, names and address of the timentor, a copy of the
specification and the relevant drawings and plaasy (Section 5, Rule 15 Patent
and Design Rules). After the grant, the Registsatioi enter the particulars of the
grants in the Register of Patents and cause aicatiiin of the grant to be

published in the Federal Gazette.

Rights Conferred by Patent

Section 6(1) provides that a patent confers uperptitentee the right to preclude

any other person from doing any of the followingsac

(a) where the patent has been granted in respect cddug, the act of making,
importing, selling or using the product, or stockihfor the purpose of sale or
use; and

(b) where the patent has been granted in respect odce$s, the act of applying
the process or doing, in respect of a product nbtadirectly by means of the
process, any of the acts mentioned in paragraph (a)

Anyone that carries out any of the stipulated aatis respect to a patented product

or process without the consent of the patenteedvoave infringed the patent.

Patent therefore provides broad protection for ghtentee as even a use of the
product or storing it for sale or use without theth@rization of the patentee
amounts to infringement. Unlike copyright which facts independently created
but similar works, patents gives the patentee aapoly over the invention even
against others who have independently createdstieiso far as what the third

party has is included within the claims of the pite.

3.3.6 Limitation to the patentee’s rights
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There are certain exceptions to the right of argateunder the Act. This is usually
to protect public interest such as educationalraséarch purposes and encourage
local innovation. These exceptions are:

1. where the act is for a non-commercial or industyairpose (Section
6(3)(a)PDA). The rights under a patent extend ¢mlgicts done for industrial
or commercial purposes. This means that privateessperimental purposes
are exempted from patent monopoly.

2. The principle of exhaustion of rights which essaitimeans that patents do
not extend to acts done in respect of a productrealvby the patent after the
product has been lawfully sold in Nigeria, exceptso far as the patent
makes provision for a special application of theduct, in which case the
special application shall continue to be resereethé patentee (section 6(3)
PDA). Hence, where a product that includes a pdtas been lawfully sold
by the patentee or through a chain of supply apgatdw him, the buyer, for
instance, can resell it.

3. Where, at the date of the filing of a patent agpian or at the date of a
foreign priority validly claimed, a person otherath the applicant was
conducting an undertaking in Nigeria; and in goaithfand for the purposes
of the undertaking, was manufacturing the produapplying the process or
had made serious preparations with a view to demghen, notwithstanding
the grant of a patent, there shall exist a rigke(eisable by the person for
the time being conducting the undertaking, andotle¢érwise) to continue the
manufacture or application, or to continue and cletepthe preparations and
thereafter undertake the manufacture or applicataenthe case may be
(section 6(4) PDA).

This provision protects an inventor who is actinggood faith and not one who has
fraudulently obtained information about the inventilt is also useful in protecting
local inventors who may have been working an ineenprior to the patentee’s
application. Ideally, the local inventor’s invemichould mean that the latter’s
invention is not novel and therefore a ground folfity of the patent under section
9 of the PDA, however, this provision relieves theal inventor from the burden
of having to institute an action in court and eeabhim to continue to work his

invention without being liable for infringement. should also be noted that the
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inventor must have worked on been manufacturingiade serious preparations to

manufacture the invention.

1. What are the contents of a patent applicatiahvamat are their functions
2.

vinht

SELF-ASSESSMENT EXERCISE 3

The rights of the patent owner are not absolDiscuss the exceptions to patent

3.4 Summary

In order to be conferred with a patent, it is eiaéthat an applicant registers the patent

at the Patents Registry. This Unit has looked atodwnership of patent rights under the

Nigerian legal system as well as the procedurepmiication and grant of patent. It also

examined the rights granted by patent and the éxoepto those rights.
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MODULE 1LAW OF PATENT

Unit 4: Subsistence and Exploitation of Patents

CONTENTS:

4 .1Introduction

4.2Learning Outcomes

4.3Subsistence and Exploitation of Patents
4.3.1 Duration of Patent
4.3.2 Lapse of Patent
4.3.3 Nullity of Patent
4.3.4 Surrender of Patents

4.3.5 Exploitation of Patents

4.3.6 Use of Patent for the Services of Government Agnci

4.4Summary

4.5References/Further Reading/Web Sources

4.1 Introduction

A major reason people invest in obtaining paterghts is in other to

commercialize it as a means of recouping investmemde as well as making

some profits as a reward for efforts put into mgkam arriving at the invention to

which the patent relates. This unit shall examime subsistence of patent rights

and the possible means of exploiting patent right.

4.2 Intended Learning Outcomes

At the end of this study, you should be able to:

1.

understand the cause of a patent lapsing

2. know how the grounds for the nullity of a patent
3.
4

. possible means of exploiting patent right

the procedure for the surrender of patents
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4.3Subsistence and Exploitation of Patents
4.3.1Duration of patents

A patent is valid for 20 years from the date of pla¢ent application. Hence a
patent expires from the end of the twentieth yeamfthe date of application.
It should be noted that the relevant date for dat@mn of the term of a patent
is the date of application or filing. It is neithéne date of grant of the
application nor the foreign priority date (Sectibfl) PDA). The expiration of

the patent shall be registered and notified (secti@) PDA).

4.3.2 Lapse of patents
After grant, a patent is expected to be renewedia@hnby the payment of
renewal fees. The inventor is however given a ageriod of 6 months for
such payment to be made in addition to the payroeahy surcharge due to
the late payment (Section 7(2) PDA). In order ty @adter the stipulated
period, the patentee must apply for an extensiaimd. As stated earlier, no

extension beyond six months shall be given (Rulél)®atent Rules).

The duty to pay renewal fees arises only aftergifaat of the patent and not
before as to insist on a patentee paying befonet grgplies a speculation that
the patent would be granteBfizer Inc. v. Polyking Pharmaceuticals Ltd &
Anor (1997-2003) 4 IPLR 215).

Failure to renew the patents will make it lapseease. This means that the
patent shall not be enforceable against third gartind it shall fall into the
public domain. The lapse of a patent is also reguio be registered and
notified (section 7(3) PDA). While some other jdlittions provide for the
revival of a lapsed patent in rare circumstanchs, Nigerian legislation
makes no such provision. It means that a patentast be diligent in
safeguarding his or her rights by ensuring rende@$ are paid within the
stipulated time including the 6 months period ofeasion. Failure to do so

will make the patent lapse irreversibly.
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4.3.3 Nullity of patents

As stated earlier due to the registration systematénts in Nigeria where the
Registrar does not inquire into the substance atityuwf patents, patents are
granted at the risk of the patentee (section 4(3M\)P This means that the
grant of a patent is not a guarantee that the pegtnright is undefeatable. A
patent can therefore be nullified on the applicatid any person, including a
public officer in the exercise of his duties, te thederal High Court (Sections
9 and 26 PDA, Section 251 (1)(f) Constitution o thederal High Court of

Nigeria 1999). The grounds for an application tdifyuare patent as provided

by section 9(1) PDA are:

i. if the subject of the patent is not patentable usgetion 1 of the Act,
in that it does not fulfil the requirements of patbility (novelty,
inventive activity and industrial application); or

ii. if the description of the invention or the claimegonot conform with
section 3(2) of the Act in that it is does not guéintly disclose the
invention or not sufficiently clear; or

ii. iIf for the same invention a patent has been gramdigeria as the
result of a prior application or an application éting from an earlier
foreign priority.

The nullity of the patents cold be with respectite entire patent or limited to
specific claim(s). The court is required to respbet right of the patentee to
fair hearing by ensuring that before it nullifi¢getpatent, the patentee is first
given an opportunity to be heard. The court sHath dave regard only to the
state of affairs existing when the proceedings viesgtuted. If the applicant
(not being a public officer) fails to satisfy thewt that he has a material
interest in making the application, the court stdi$miss the application
(Section 9(5) PDA). This is to prevent vexatiougssand also protect local

inventors who may not have the resources to defiérmous suits.
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Where the court nullifies or invalidates a paténg patent shall be deemed to have
been null and void since the date of its grantt{se®(4) PDA). However, it shall
not be necessary to repay royalties paid by amnsee unless the court so orders.
The court shall inform the Registrar of the nulldlthe patent and the latter shall
register same and notify the declaration. It shdgdoted that an applicant seeking
to nullify a patent must comply with the FederaghliCourt Rules which stipulates
that the application be made by a petition in sasage action and not by a counter-

claim, or raised in defence or by an action comraérwithin an action.

4.3.4Surrender of patents
A patentee may voluntarily surrender his patent rbhgking a written
declaration addressed to the Registrar to thisceffsection 8 PDA). The
surrender may relate to all or any of the claimslenby the patent. It shall be
registered and notified and does not become effectintil it has been
registered. Where the surrender relates to a patend which a contractual
licence or licence of right is registered, it shiaél registered only if it is

accompanied by the written consent of the licensee.

4.3.5Exploitation of patents
This refers to the various modes by which pategiits can be exploited or
commercialized. This can be through assignmenticenses, which are

discussed below.

4.3.5.1 Assignments
An assignment is a sale of a patent right. In tase, the patentee is
totally divested of his rights in the patent and lransferred same to the
assignee in return for consideration. By sectioroRthe PDA, patents
can be assigned, transferred by succession ofirh@aht ownership. An
assignment must be in writing and signed by théemarlt must also be
registered and the prescribed fees paid, otherwiswill not be

enforceable against third parties. Joint owners hwyever assign their
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own share of the rights separately from that oeothin the absence of

any agreement to the contrary.

The court has held that the requirement of redistrteof an assignment
or transfer by succession is not a mere moral atipm, it is a duty
under section 24(2) of the PDA to register an ass@&nt, transfer or
interest held in joint ownership of a patent. Tisidecause by virtue of
this section, an assignment or transfer thereofl dteve no effect
against third parties unless it has been registanedthe prescribed fees
paid (Arewa Textiles Plc v. Finetex L{3003) 7 NWLR [pt 819] 322).

4.3.5.2 Licenses
A license refers to an authorization given by th&eptee (licensor) to a
third party (licensee) to make use of the patentafdimited period of
time or with respect to specific rights or a gepdjiaal area. It is more
like a lease of a patent right in which case theemae retains
reversionary interest in the divested rights. Wallstiscuss three types
of licenses under the Act to wit contractual licesidicense of rights and

compulsory licenses

(1) Contractual licenses
By section 23 PDA, a patentee can grant a licemsethird party
to exploit the invention or design by a written tawat. A license
must therefore be in writing. A license can be esutle, where the
right owner grants a single licensee a licenseespect of the
stipulated acts in the contract or it can be noritestve where the
right owner is free to grant licenses to othersvaed. As stated
earlier, license can be with regards to certaihtsgterritory or for
a limited period within the validity period of thpatent or design.
For example, a patentee can give XYZ Ltd the righhanufacture

and sell its invention in China without grantingstlight to any
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other person in China. This will be an exclusiveetise for the
jurisdiction of China as the licensee has no coitipetfrom any
other licensee with respect to same rights in itenke. A similar
exclusive license may be granted to another licemseespect of
Ghana. In the case of a non-exclusive license, pitentee or
licensor would grant more than one person samdsrighch as
having two or more persons manufacture his invenitioChina at

the same time.

The law requires that a license must be registerétdthe registrar
and the prescribed fees paid; until this is dohe, license shall
have no effect against third parties (section 2F#PA). The

essence of this is to notify the public of the eage of such a
license when they look into the Register. The lgmeshall also be
cancelled by the Registrar at the request of tbenBor after the

termination of the license.

A licensor can only grant a license in respecthef tights that he
has himself. Where the scope of the license extbegend what
the law has conferred to the right owner, the lkseshall be void
to such an extent (section 23(3)PDA).

The law generally stipulates that a license dodspneclude the
right owner from exploiting the patents or industridesigns

himself, does not prevent him from issuing otheetises and the
licensee cannot grant licenses or assign the kcém®thers. The
parties may however by contract agree otherwisthdrabsence of
any contrary provisions, where joint owners areolaed, a

licensee cannot be issued separately; it has taldme jointly

(section 24(4)).

44



(2) License of Rights
When the phrase “licenses of right” is entered wilpect to a
patent, it means that the patentee is making hfrbseind to grant
all requests for licenses. He would not refuseramglicensees to
prospective licensees. Therefore, a patentee,ighatt precluded
by the terms of any previously registered licensenf granting a
further license, can apply in writing to the Registfor the words
"licenses of right" to be registered in respechisfpatent (Section
10(1) PDA). The Registrar shall then enter the waadcordingly
in the Register and notify the entry. Once enteredheans any
person has the right to obtain a license in respkttte patent upon
agreed terms between the licensor and the liceNgbere there is
no agreement, it shall be based on terms fixechbycburt on the

application of the licensee (Section 10(2)(a) PDA).

The advantage or incentive for patentees to make {hatents
subject to licenses of rights is that the amounthef actual fees
payable in respect of the patent is reduced byflaih the annual
fees first payable after the date of entry of theds “license of
rights” (section 10(2)(b) PDA).

This entry can be cancelled upon application to Registrar.
However, in a bid to discourage an abuse of thavipion as a
mere ploy to reduce the payable annual fees réfiaera means of
encouraging local production and innovation, iflicenses of right
have been granted or where it has been grantedlbiig grantees
agree, the Registrar shall cancel the entry andfyndhe
cancellation. Cancellation can only be after paynod all annual

or other fees which would have been payable ifeihtey had never
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been made. A licensee of this type of license smatllassign his
interest or create a sub-license. Also, licensesofasight are

required to be in writing. Just like voluntary Iises, licenses of
right must also be registered.

(3) Compulsory License
Patents can have significant effect on matters widlip interest
such as health and national security. In order atarire the
monopoly of the patent owner with the public instrethe
Government can grant compulsory licenses undeiosedtl and
the First Schedule of the PDA.

A compulsory license is a non-voluntary licensenggd by the
court or government without the consent of the miat in the
interest of the public. Developing countries canximaze the use
of compulsory licenses for the purpose of gaininggesas to
affordable medicines particularly in case of headthergencies.
This is often deployed in relation to access teeesal medicines
and technologies especially in cases of pandensiesh as the
COVID-19 (Corona Virus) or the HIV/AIDS pandemic.orF
instance, in the wake of COVID-19, countries, suashCanada,
expanded the scope of the grant of compulsory $ieero take care
other access to medicine and technology issues., Asorder to
stem the tide of HIV/AIDS, the South African goverent granted
compulsory licenses for the production of Anti-Retral drugs
(ARV). Article 31 of the TRIPS Agreement providesnditions

under which a member state may grant compulsoenses.

In Nigeria, application for a compulsory licensendze made by
any person to the Federal High Court after the raxipn of a

period of four years after the filing of a patepphcation or three
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years after the grant of a patent, whichever pdastiexpires. The

grounds for the grant of a compulsory license can b

a) that the patented invention, being capable of bewogked in
Nigeria, has not been so worked;

b) that the existing degree of. working, of the pagdnhvention in
Nigeria does not meet on reasonable terms the deroarthe
product;

c) that the working of the patented invention in Nigeis being
hindered or prevented by the importation of theeptad article;
and

d) that, by reason of the refusal of the patentegaatdicenses on
reasonable terms, the establishment or developaiendustrial
or commercial activities in Nigeria is unfairly asdbstantially

prejudiced.

Furthermore, where before an invention can be wbikeNigeria,
there is a need to obtain license in respect abdsting invention, a
compulsory license may be granted to use the eamkeention if the
inventor refuses to grant a voluntary license undssisonable
conditions. A compulsory license would only be deshin this
regard where the latter invention serves indusriaposes different
from those served by the earlier invention or itnstgutes
substantial technical progress in relation to teatlier invention
(Para 2, First Schedule PDA). Where the two inwergiserve the
same industrial purpose, a compulsory licence woaoidy be
granted on the condition that the patentee of #rdiee invention
would also have a compulsory licence in respec¢heflatter one, if

he so requests (Para 3, First Schedule PDA).

A compulsory licence shall not be granted unless dpplicant

satisfies the court that he has asked the patdoteg contractual
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licence but has been unable to obtain such a kcensreasonable
terms and within a reasonable time and he offeraraniees
satisfactory to the court to work the relevant mi@n sufficiently to

remedy the deficiencies (or to satisfy the requéeta) which gave

rise to his application (Para 5, First Schedule RDA

Upon grant, a compulsory license entitles the beento carry out
any of the rights conferred by patent right excepportation. It
does not entitle the licensee to grant sub-licerar&d it is non-
exclusive (Para 6, First Schedule PDA). It is naneyally
transferable except it is being transferred withuindertaking that is
granted the licences and even in such situatidresconsent of the

court is required (Para 7, First Schedule PDA).

It must be noted that compulsory licences do natlugle the
licensee from the duty to pay royalties to the tigiwner. The court
fixes the terms and conditions for the licenceudaig the royalties

payable under the circumstances (Para 8, Firstdbité® DA).

A compulsory licence may be cancelled on the appto of the
patentee to the court where the licensee failsotopty with the
terms of the licence or the conditions which justifthe grant of the
licence have ceased to exist. Upon the grant, ivatibn or
cancellation of a compulsory licence, the propdicef of the court
shall inform the Registrar, who shall register grant, cancellation
or variation without fee and the grant, cancellatw variation shall

have no effect as against third parties until & haen registered.

It should be noted that the Act stipulates that¢@esentative of the
Minister shall have the right to appear and bedeathe hearing of

an application for a compulsory licence (Para listFSchedule
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PDA). In the same vein, the Minister may by orderthe Federal
Gazette stipulate that certain patented produaspancesses are of
vital importance for the defence or the economyNdajeria or for
public health. Therefore, in such instances, cosgmyllicences may
be granted before the expiration of the usual peaiod the Minister

may also by that order permit importation.

Although compulsory licences are available for government to
address public interests or issues such as epidethere are certain
challenges that has made it difficult for develgpitountries like
Nigeria to maximise such licences. The first isttkiee lack of

technical know-how particularly for inventions thadnnot be
worked without the cooperation of the inventor gmaching the
technology behind the invention. Since this is mpolsory licence,
inventors are not likely to cooperate in teachimg ttechnical
knowhow thereby rendering such compulsory licenicesfective.

Secondly, lack of local production facilities malies against the
effectiveness of the use of compulsory licencesbalancing

interests.

4.3.6 Use of Patent for the Services of Government Agerss
Where a Minister is satisfied that it is in the palinterest to do so, he may
authorise any person to purchase, make, exercigenat any patented article
or invention for the service of a government age(iPyra 15, First Schedule
PDA). The authority of the Minister is quite wide this regard as it may be
given before or after the relevant patent has lgganted, before or after the
doing of the acts in respect of which the authastgiven and to any person
whether or not he is authorised directly or indireby the patentee to make,

use, exercise or vend the relevant article or ihwan
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Once the authority to use a patented inventiotbfergovernment or any of its
agencies, it exempts the government, any persaumplier authorized from
an action for infringement of patent rights or they to make any payments
including royalties to the patentee (Para 17, Bdtiedule PDA). The powers
given to the Minister is therefore too wide undas tprovision. As much as
the intention is to prevent cases in which an itwerails to work the

invention or emergency cases that affect the pubterest, not paying any
form of compensation to the inventor amounts toraafarding the inventor at

all for his efforts and investments in arrivingla¢ invention.

Once an order has been made in this regard, thestiirconcerned with the
act shall furnish the patentee with information,t@she extent of the act as
the patentee may from time to time require unlesgppears to the Minister

that it would be contrary to the public interestitoso

During any period of emergency, the powers exebbesan relation to a

patented article or invention on the authority dfiaister shall include power

to purchase make, use, exercise and vend theeadicinvention for any

purpose which appears to the Minister necessaexjpedient

a) for the efficient prosecution of any war in whidhet Federal Republic
may be engaged; or

b) for the maintenance of supplies and services asseatthe life of the
community; or

c) for securing a sufficiency of supplies and serviessential to the well-
being of the community; or

d) for promoting the productivity of industry, commerand agriculture; or

e) for fostering and directing exports and reducingamts (or any class or
classes of imports) from all or any countries aedrfredressing the

balance of trade; or
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f) generally, for ensuring that the whole resourceshef community are
available for use, and are used, in a manner lastilated to serve the

interests of the community.

In addition, where a patented article is forfeitgader any law relating to
customs and excise; and, on any such forfeituee&bvernment may use or
sell the article as if it had been imported for tise of a government agency in
Nigeria. This referes to patented articles seizgdthe government for

violating patent laws or other existing laws susttastoms and excise laws.

It should however be noted that the articles ipeesof which a Minister may
make such order any drugs or pharmaceutical preépasa substances or
materials and any plant, machinery or apparatugther fixed to the land or
not after importation, patented under the law ebantry other than Nigeria.
Reference to a Minister under this provision alsdudes a Commissioner
and the government agency can be a Federal, Statal authority or

voluntary hospital which is partially maintained @upported by the

government by way of grants or aids.

SELF-ASSESSMENT EXERCISE (SAE) 4

1. What are the differences, if any, in the lapsellity and
surrender of a patent?
2. How can a patent right be exploited or commérad.

4.4 Summary
In this unit, we have examined various issues wethards to patent such as the
duration, lapse and nullity of patent rights. Thepleitation of patent rights is
also important as this is the means of commereitin of patents and is the
fulcrum of the reward or incentive of the inventdowever, sometimes,

compulsory licences may be granted by the coura ddinisterial order may
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permit the working of a patent in order to balative interest of the patentee

with that of the members of the public in the iesdrof the public.
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MODULE 1 LAW OF PATENT
Unit 5: Infringement of Patents
CONTENTS:

5.1Introduction
5.2 Learning Outcomes
5.3Infringement of Patents
5.3.1 Action for Patent Infringement
5.3.1 Requirements for Instituting Infringement Actions
5.3.1 Remedies for Patent Infringement
5.3.1 Defences to Infringement Actions
5.3.1 Resolving infringement cases through Alternativeddie Mechanisms
5.4 Summary
5.5 References/Further Reading/Web Sources

5.1 Introduction
In this Unit, we shall consider what amounts toringement of patent rights, the
requirements for an action of infringement, remediad possible defences available in

an infringement action.

5.2 Intended Learning Outcomes (ILOS)
At the end of this study, you should be able to:
1. state the requirements for a successful actionfathgement of patent rights
2. explain the remedies available to a patentee icdlse of infringement of his rights
3. identify the defences available to a defendanniaction for infringement.
4

. Understand the application of ADR to resolving paiafringement cases

5.3 Infringement of Patents
5.3.1 Action for patent infringement
Infringement of patent rights occur where the a@served exclusively for a
patentee are carried out by a third party withdwet authorization of the patentee
(section 25(1) PDA). The exclusive rights granteditpatent owner under Section

6 PDA are the rights to make, import, sell or dsegroduct, or stocking it for the
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purpose of sale or use; and where the patent has teanted in respect of a
process, the act of applying the process or damggspect of a product obtained
directly by means of the process, any of the exotuacts reserved for the patent
owner. Where a patent is granted in respect ofoagss for the manufacture of a
new product; and the same product is manufactuyed person other than the
patentee, the product shall in the absence of pgodtiie contrary be presumed to

have been manufactured by that process (secti®) PSIA).

An action for infringement can be brought before federal High Court which
may sit with and be advised by two assessors haasxpegrt knowledge of matters
of a technological or economic nature. The coury tharefore need the assistance
of assessors in understanding and analyzing cedeimical matters in relation to
patents or the proceedings. Particularly when mhe® to analyzing a patent with
regards to substantial matters such as its novaltyentive activity or

interpretation of its claims.

5.3.2 Requirements for instituting infringement acions
The person entitled to sue under the Act is a patener or an assignee since the
assignee steps into the shoes of the patent owkdicensee may by a registered
letter require the licensor to institute infringemgroceedings in respect of any
acts of infringement indicated by the licensee lgtter (section 26 (4) PDA).
However, if the licensor unreasonably refuses ogless to institute the
proceedings, the licensee may institute them irohis name, without prejudice to

the right of the licensor to intervene in the prxiags.

In order to succeed in an action for infringemeimé, court established in the case
of James Oitomen Agboronfo v. Grain Haulage and Trartsptd (1997-2003) 4
IPLR 139 that the claimant must establish fourdhito wit:
a) That his invention was patentable and had beestsrgd as a patent under
the PDA
b) Tat the defendant did an act reserved for the psgainder section 6 PDA
which constituted an infringement of the patenhtig
c) That the act of infringement was done without thasent or licence of the

Claimant
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d) That the act of infringement falls within the scopfea valid claim of the

claimant’s patent.

It must be noted that the above are the only requents for a successful
infringement action. It is not a requirement tha patentee should have produced
the invention or have some manufacturing capaatythe invention. That the
invention has not or is not being sold in the marlees not also justify
infringement. The registration of a design of aduct incorporating the invention
or even any other intellectual property right sasha trademark does not justify
patent infringementJames Oitomen Agboronfo v. Grain Haulage and Trartsp
Ltd (1997-2003) 4 IPLR 139).

Furthermore, the invention need not be copied &xadot order to constitute
infringement. Mere what has been copied is the tanbe of the claim of the
patented invention or there are only minor variagioor use of mechanical
equivalents in order to produce the same resiks) the defendant would still be
liable (Proctor v. Bennig1887) 37 Ch.D 740).

An assignment or a licence shall not be enforceab&nst third parties unless it
has been registered (section 23(2) and s4(2) P&wa Textiles Plc v. Finetex
Ltd (2003) 7 NWLR [pt 819] 322). Liability for infrirgment can also only arise
where the acts of the defendant takes place dfterdate of filing of the patent
since upon grant, the term of the patent commefnoes the date of filing of the

patent under section 7(1) PDA. Acts carried oubleefthe date of filing of the

patent would therefore be non-infringing since wthsa time, no monopoly rights
existed with respect to the invention (dd&emedimo v. Mobil Producing (Nig)
Ltd (2011) 4 NWLR (Pt 1236) 80).

It must also be noted that some positive act ornptme of the defendant shall be
necessary to succeed in an action for infringemé&he defendant should be
directly responsible for the infringing act or letk to the infringing act. For

instance, where infringing products incorporatinge tinvention are being

transported by some logistic company as carrieysa{ih road or sea), the carriers

who may have only transported in the course of thesiness may not be liable for
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infringement ©Smith Kline & French Laboratories Ltd v. RD Harbett
(Mercantile) Ltd & Ors(1980) RPC 363).

5.3.3 Remedies for patent infringement
A patentee or design owner can institute an adwwnnfringement against the
alleged infringer and be entitled to ‘all such eélby way of damages, injunction,
accounts or otherwise shall be available to thengffaas is available in any
corresponding proceedings in respect of the inénngnt of other proprietary
rights’ (Section 25(2) PDA).

Although the PDA expressly stipulates for damagejsinction and accounts as
available remedies, the list of remedies availablpatent infringement action is
not limited to these three. This is because the REfArs to other remedies that
shall be available to the claimant as it is avadlain a corresponding action in
respect of the infringement of other proprietarghts. This means that other
remedies that are available to other claimantsgston the infringement of their

property rights such as landed property may als@dapted to compensate the
wrong done to a patent owner in the case of infnngnt. Lawyers must therefore
maximise this leeway and not be limited to onlyethremedies in an action for

infringement. The three listed remedies and otledevant ones are expatiated

below.

5.3.3.1 Damages
This refers to money claimed or ordered by the ténmra person as a
compensation for loss or injury. It is the monetegynpensation paid to a
patent owner for the infringement of his rights. Whhere are different
types of damages, the most common are general pecias damages.
General damages refer to compensation for loss¢séturally flows from
the act of the defendant and it need not be prdwethe plaintiff as it is
presumed by law. Special damages on the other &@ndot presumed by
law and the plaintiff has to provide evidence iis ttegard before the courts

can grant it.
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While there is no hard and fast rule in the deteation of damages, factors
that can be considered include the amount of negaltad the defendant
obtained a contractual licence, amount of tradebwsiness lost by the
claimant due to the defendant’s sale or use ointnging goods, duration
over which the infringement lasted, damage to thedgvill of the claimant
among others. (seeT Chanrai & Co (Nig) Ltd v. J K Khawgi1965) 1 All
NLR 182;Sarg Aims Products v. AkagE994) FHCLR 188).

5.3.3.2 Injunction
One of the most important remedies for patentngigment is an injunction
since damages may not always be a sufficient rem@&dyinjunction is an
order of the court compelling a party to do oraefrfrom doing an act. It is

an equitable remedy granted at the discretionetdurt.

There are different types of injunctions. An inb&dtory injunction is

granted pending the determination of a case an ivery useful for

restraining an alleged infringer from continuing lacts of infringement or
for the parties to maintastatus qudill the matter before the court is finally
determined. This would ensure that no further losmes to the patent
owner. A perpetual injunction on the other handyianted after the final
determination of a case when the plaintiff has bedala to prove to the court

that he a right which right was violated by theethefant.

Another type of injunction is an interim injunctiomhich lasts for a very
short time such as till a named date or the hapgernii an event. It is usually
used in cases involving urgency and grargegartepending an application
on notice to the defendant on a later date. Becaligee urgency involved, it
is not a requirement that the plaintiff must hamstituted an action before
the court before it is granted. Interim injunctiosse therefore very useful

where there is concern that delay would causeraeparable damage.

The conditions for the grant of an injunction aettled in various judicial
authorities American Cynamid Co. v. Ethicon L(#l975) 1 ALL ER 504).

These conditions include that:
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(i) The plaintiff has to satisfy the court that he hasarguable case. This
does not mean a strong case but a prima facienasde be sufficient.

(i) Damages must not be a sufficient remedy. This d¢mmdiis
fundamental to the grant of an injunction as whdemages are
sufficient, an injunction would not be granted.

(i) The court would also weigh the balance of converedrefore granting
an injunction.

(iv) The financial standing and ability of the defenddat liquidate
damages.

(v) Other conditions include the conduct of the par{®araki v. Kotoye
(1989) 1 NWLR (Pt. 98) 419).

(vi) Delay by the plaintiff in bringing the action assttmay be considered
as acquiescencé&dgseco Int. Ltd v. Fordath Ltd975) F.S.R. 507).

(vii) the plaintiff is also required to give an undertakias to damages
should it be proved that the injunction ought rmthave been granted

in order to protect the interest of the defendant.

5.3.3.3 Accounts of Profit
This remedy allows the claimant to recover pratfizde by an infringer on
his patented invention where the defendant has cauially dealt the
invention or made profit from it. It is only awalevhere the defendant has
actually made profits from the act of infringemeifithe profit that is
awarded is usually the net profit i.e the grossfipexcluding all other
expenses of the defendant in producing the workhe Tourt also
determines the amount of profit that accrued dyeftom the infringing
work and not necessarily the entire business ofd#fendant. Note that a
Claimant would not be allowed to have both damagesaccount of profits
in order to prevent double compensation. He hasgléat one of these
remedies. Therefore, where the profit made bydégendant is not so

much, it may be better for a plaintiff to ratheedor damages.

5.3.3.4 Order for seizure and Inspection (Anton Piér Order)
This order is a special type of injunction issugdHhe court which allows a

plaintiff to enter the premises of the defendardrider to seize and preserve
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evidence that is essential to proving the defersldiatbility. It is a very
important order considering the facts that manyesininfringers carry out
their acts in secret or are prompt to destroy amyesce linking them to the
infringement. The fact that it is ma@e partepreserves the surprise effect
on the defendant who is taken unawares and hasneata hide or destroy

evidence.

This order is called Anton Piller order after thase where it was first
granted inAnton Piller KG v. Manufacturing Processes LtB76) 1 All

ER 779. This case stipulated the conditions undeclwit can be granted.
The plaintiff must have a strong prima facie casd potential or actual
damage to him should be serious. The defendantldhalso be in

possession of evidence that is vital to the pltisticase and a real
possibility of the defendant destroying or dispgsiri such evidence. Note
that being fundamentally an injunction, other cdinds for the grant of an
injunction also applies here. The court in thisecdsstinguished this order
from a search warrant in that it puts pressureherdefendant to permit the
plaintiff to enter into his premises otherwise haymisk being committed

for contempt of court.

5.3.3.5 Conversion or Delivery Up
The patent owner may be able to request the cbattdil the infringing
copies and materials used in their production shdid converted to or

delivered to him by the defendant.

5.3.3.6 Destruction
A Claimant may also be entitled to request for testruction of the
infringing products as a general civil remedy that available in any
corresponding proceedings in respect of infringenadérother proprietary
rights’. Destruction would be useful where the kgomade by the infringer
are of lesser quality, which is usually the cadee ®wner may want such
goods to be destroyed in order to avoid any dan@adgs reputation or the

quality of his works.
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5.3.4 Defences to infringement actions
Available defences to an action for infringementlude where the acts of the
defendant fall within the exceptions to patent tsgas discussed in 3.6 under Unit
2 such as acts done for private and non-commeusies. Also, another defence
would be where the defendant has licenxe suchcmpulsory licence or even a
contractual licence (see 3.5.2 in Unit 3 of thisirse). Where the use by the
defendant has been authorized by the Ministertferuse of the government or any

of its agencies, this shall also be a defence tactian for infringement.

5.3.5 Resolving infringement cases through Alternate Dispute Mechanisms (ADR)
Due to technical matters involved, patent infring@tactions can also be resolved
by alternative dispute resolution mechanisms (AD®)R provides the advantage
of the parties choosing the third party or part@be involved in the resolution of
the dispute, they can also afford to choose expartthe field to which the
invention relates and those familiar with the cqricef patents. Speedy resolutions

of disputes and saving of costs are some reasotisgpehoose ADR mechanisms.

There are various ADR mechanisms the parties cgrlognsuch as Negotiation,
Mediation, Conciliation, Arbitration and a combiiwat of either of these. Many
other modern ADR methods are useful in the resmiudif disputes. ADR however
requires parties to voluntarily submit to the auittyoof a third party to resolve
their disputes. The decision of the neutral thiedtyp may also not be binding
except it is accepted by the parties. The exceptichis case is the award of an
Arbitral tribunal. The Arbitration and Conciliatiolct, Cap A 18, LFN 2004 is the

relevant law that regulates commercial arbitratiod conciliation in Nigeria.

Where there is an existing relationship betweenpidwies such as licensor and
licensee, it is useful to include ADR provisionsttistipulate the choice of neutral
third party, place, language of the proceedingplieable law, time frame of the
ADR process among others. This will guide the parin the resolution of their

disputes and be a starting point in the resolyti@tess.

SELF-ASSESSMENT EXERCISE (SAE) 5

1. What are the essential requirements the claimmaatestablish in order t

=4

succeed in an action for patent infringement?

o

2. If successful in an action for patent infringemewhat remedies ar

available to a Claimant?




5.4 Summary
The carrying out of any of the exclusive acts reserfor the patent owner without
proper authorization amounts to infringement. Tdwe provides for remedies in the case
of the infringement of the rights of a patent ownBuch remedies include damages,
injunction and accounts. The available remediediargever not limited to these three as
the patentee is entitled to other remedies availdbl a Claimant in an action of
infringement of his proprietary interest such astdetion and Anton Piller order.
Beyond the four walls of the court, ADR is becomsignificant in resoling commercial
disputes and it is therefore essential for speedy smooth resolution of patent

infringement issues as well.
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MODULE 2 — INDUSTRIAL DESIGNS
Unit 1: Introduction to Industrial Designs
CONTENTS:

1.1 Introduction
1.2 Learning Outcomes
1.3Introduction to Industrial Designs
1.3.1 Definition and Objectives of the Protection of Iisthial Designs
1.3.2 Requirements for Instituting Infringement Actions
1.3.3 Remedies for Patent Infringement
1.3.4 Defences to Infringement Actions
1.3.5 Resolving infringement cases through Alternativeddite Mechanisms
1.4 Summary
1.5 References/Further Reading/Web Sources

1.1Introduction
Industrial designs can be seen in various manufadtproducts all around us. These
includes the shape of our phones, laptop, carsgsshdocks, alloy wheels and so on.
Essentially, the law protects the design of varimasufactured products in recognition of
the efforts and resources invested by designethdrcreation of aesthetic and creative
designs as applied to such products. This moduwl# ekamine the concept of industrial
designs and how this intellectual property righpistected by the Patents and Designs
Act 1970. It must be stated that since industriesigns are protected under the same
legislation as patents, certain provisions and epts discussed with regards to patent
rights under Module One are also applicable to $twial designs. This module shall

therefore not repeat some of these common prodsiodetails.

62



With industrial revolution, the shape of manufaetlproducts became important as each
manufacturer sought to distinguish itself throulgh &esthetic design of its product. This

chapter shall introduce you to the protection cdfigie rights in Nigeria.

1.2Intended Learning Outcomes
At the end of this study, you should be able to:
1. understand the meaning of an industrial design
2. explain the rationale of the legal protection afustrial designs

3. understand the history of the protection of indabtiesigns in Nigeria.

1.3Introduction to Industrial Designs
1.3.1 Definition and Objectives of the Protection of Indwstrial Designs
Industrial design refers to the shape, color arfterobesthetic characteristics of
industrially produced products. An industrial desiig therefore the aspect of a
product or article which is ornamental or aesthdtican be three-dimensional such
as the shape or surface of the article, or twanedsional such as patterns, lines or
color. An industrial design must therefore rekateéhe appearance of a product and
does not extend to those aspects of the producthwhre not determined by

technical or functional necessity.

Sometimes when products serve the same purposes,pghsuades consumers to
choose a particular product over another is thehats design of the product.
Companies and designers therefore put in intel&#@nd creative efforts in making
beautiful designs that will appeal to the eyes a@dses of customers. Designs are
therefore an important marketing tool. As an ietetiial property right, the statutory
creator of an industrial design is granted exclisights in respect of the design for
a limited period within which he can recoup hiséetment in the creation of the

design and also get reward for his efforts in tesigh.

Industrial designs also encourage creativity theriglading to more aesthetically

appealing and diversified products. Also, becandestrial designs can be relatively
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simple and inexpensive to develop, they are reddgpraccessible to small and

medium scale enterprises, individuals, artists@aftsmen.

Although industrial designs relate to things apiegto the eyes and visual images
of a product, they differ from trademarks in thaey are applicable to products
alone and also need not be distinctive. Industtedigns also differ from patents
because patents protect the functionality of aeahwhile industrial design protects

the shape and other aesthetic features of thetobjec

A design is a pattern or representation which te @n see and which can be
applied to a manufactured articl®¢g Clarke’s Registered Desigh896) 2 Ch. 38).
‘Any combination of lines or colours or both, andyathree-dimensional form,
whether or not associated with colours, is an itréalslesign, if it is intended by the
creator to be used as a model or pattern to bepinedt by industrial process and is

not intended solely to obtain a technical ressiation 12 PDA).

From the definition above, it is clear that a design be two dimensional in which
case it is a combination of lines or colors or battdesign can therefore consist of
the arrangement of straight lines and strige®©(Ajibiowo & Co Ltd v. Western
Textiles Mills Ltd[1976] 7 S.C 97). Hence, textile designs are mtatde as

industrial design.

An industrial design can also be three dimensiomakhich case, it protects the
shape of an article or product. In this case, thsigh must be intended to be
multiplied by an industrial process or used as al@hoWhere the design is not
intended for industrial multiplication or use asnadel, copyright is a more

appropriate intellectual property right to protetich designs. Examples of such
designs protectable through copyright are sculgtudeawings, carvings and other
handicrafts which are protectable as artistic wddection 1(1) and 51 Copyright
Act). Designs which are intended to operate as deior to be multiplied by an

industrial process are excluded from copyright gecton under section 1(3) of the

Copyright.
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Note also that industrial designs are intendedrttegt the aesthetic creativity of a
product. Hence, a design that achieves ONLY a ieahrresult will not be

registered, but if it combines both aesthetics wiéchnicality or even only
aesthetics, it can be registered. A design wouldae to achieve only a technical

result where the same result cannot be achieved ghape or design is varied.

1.3.2 History of Industrial Designs Law in Nigeria
Like many other aspects of Nigerian law, the higtoirthe protection of registered
designs in Nigeria can be traced to the Englishllegstem. Industrial designs in the
United Kingdom initially protected designs in thextile industry through the
Designing and Printing of Linens, Cotton, Calicaesl Muslins Act 1787. This law
protected the inventor, designer or printer of aew pattern for a period of two

months.

Industrialization led to introduction of methodsméss production and proliferation
of industrially made goods. This necessitated #edrto protect the design of such
products, hence the law protecting designs wasdgteto cover the design of these
manufactured articles. This was achieved throlghDesigns Act of 1842 which

protected patterns, shapes or ornaments appliguogtucts. In 1883, there was a
codification of the Patents, Designs and TrademaAdtsin one single legislation.

Subsequently, the Registered Designs Act of 1948 passed which essentially
remains in force in the United Kingdom subject tmemdments made in the

Copyright, Designs and Patents Act 1988.

With regards to Nigeria, the United Kingdom DesigRsotection) Ordinance (No
36) of 1936 protected designs registered in theitUKligeria. Such designs enjoy
protection in Nigeria as though it were originalggistered in Nigeria. This position
continued even after the independence of Niger#0. Hence, anyone interested
in registering a design had to do so in the Unk&elgdom. The first indigenous
legislation governing industrial designs was howeaacted in 1970 as the Patents

and Designs Act which is the extant law till date.

SELF-ASSESSMENT EXERCISE (SAE) 6
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1. What are industrial designs?
2. What are the differences if any between indalstdesigns and
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1.4Summary

Industrial designs are essential in distinguishimnufactured goods and they are important
in ensuring that such goods are appealing to tee efthe consumer. Companies make use it
as a marketing strategy to ensure customers ateleaked by the aesthetic designs of their
products. It therefore means that the creatiomes designs entails investment of time,
money, intellectual and creative efforts. The iridakdesign law protects this investment
and ensures that design creators are able to rebeupinvestment and also have a reward

for their labour.

1.5 References/Further Reading
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bookshop Ltd, 2015)

2) Jide Babafemilntellectual Property: The Law and Practice of Cagit, Trade
Marks, Patents and Industrial Designs in Nigefdastinian Books Ltd, 2006)

3) Patents and Designs Act, Cap P2, Laws of the Feoeraf Nigeria, 2004, section 12

4) Re Clarke’s Registered Desi@gh896) 2 Ch. 38
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MODULE 2 INDUSTRIAL DESIGNS
Unit 2: Requirements for registration and Non-Regifrable Industrial Designs
CONTENTS:

2.1Introduction

2.2 Learning Outcomes

2.3 Requirements for registration and Non-Registrable hdustrial Designs
2.3.1 Requirements for the Registration of an IndusDiasign
2.3.2 Non-Registrable Industrial Designs

2.4Summary

2.5References for Further Reading

2.1Introduction
Just like patents, industrial designs require tegiion with the Patents and Designs
registry before it can confer rights on the statytoreator. Before a design can be
registered under the Act, it must fulfill certaissential requirements. Also, some types of
designs are excluded from protection under the Adtis Unit shall examine the
requirements for the registration of an industdakign and the non-registrable designs

under the Act.

2.2Intended Learning Outcomes
At the end of this study, you should be able to:
1. understand the various requirements for the registr of an industrial design

2. identify non-registrable industrial designs undes Act.

2.3Requirements for registration and Non-Registrable hdustrial Designs
2.3.1 Requirements for the registration of an industrialdesign
There are two essential requirements that mustlfilefd for an industrial design
to be registered under the Patents and Designs TAeise are that the design
should be new and not contrary to public order oratity (section 13(1) PDA).

These two requirements shall be discussed below.
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2.3.1.1Newness

Generally, an industrial design is presumed to & at the time of the

application for registration except it contradithte provisions of the Act

(section 13(2) PDA). ‘An industrial design is nww if, before the date
of application for registration, it has been madailable to the public

anywhere and at any time by means of descriptisa, ar in any other

way, unless it is shown to the satisfaction of Registrar that the creator
of the design could not have known that it had beade so available’

(Section 13(3) PDA).

The standard of newness of an industrial designoisas strict as the
novelty or newness of a patented invention. It dagsnecessarily mean
that the design should be a totally new conceptlitha not been known
before. It suffices if it is a known concept theat applied to a
manufactured product in an ingenious way. Hence,rédpresentation of
Westminster Abbey applied to the handle of a spwas held to be new
(Saunders v. Wig(1893) 10 RPC 29). Newness of a design, therefore,
means novelty either in the pattern, shape or oenaitself or in the way
in which an old patter, shape or ornament is t@ggied to some special
subject matter Gontrolled Plastics v. Black Horse Plastics L{#1990-
1991) FHCLR 180).

There can be a prior publication or disclosurerofralustrial design if it
has been used, described or made available taitfie by any other way.
The relevant public is anywhere (worldwide, nott jNé&geria) and at any

time.

This prior publication of a design is not just whitve drawing or model
incorporating the design is made available to mesbéthe public. The
sale or public use of a product incorporating tasign prior to the date of
application for the registration of the design dé¢fethe newness of the
design. For instance, where the design of plastials was published
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(selling of the sandals) as from September 1980thadapplication for
registration made on 13th February 1981, the cbeid that the design
was not new (sedyeru Okin Plastic Industries Ltd v. Metropolitan
Industries (Nig) Ltd(1986) FHC 336). The product incorporating should
not also be test run in order to determine its es&aén the market prior to
filing for design registration, otherwise such ltmaarket sales shall defeat
the newness of the design (S&ster E. Venture (Nig) Ltd v. Gazasonner
Ind. Ltd & Anor[1998] 6 NWLR [pt 555] 619).

It is not necessary that every member of the pud¥imuld have seen the
design. It is sufficient where the design is madailable to the public or
shown or disclosed to some individuals who have atdigation of

secrecy.

Where the creator of the design can however shawh# could not have
reasonably known that it had been made availabteegublic, eg where
a worker that is sworn to secrecy or under an iegplobligation of
confidence reveals it to others unknown to thetored&e may still be able
to preserve the newness of the desfgpiap (Nig) Ltd v. Bola Alaba &
Ors (1991) FHCLR 181). Disclosure by a design credtora textile
factory responsible for manufacturing the textilsoadoes not defeat
novelty @Ajibowo & Co Ltd v. Western Textile Mills L{d976) 7 SC 97).
Disclosure to some other person dealing with tregpect or who has an
interest in the design is also excluded such agevtie design is showed
to a commission agent who had the sole right ofingelthe design
proprietor’s goods in Englan®énk v. Footman, Pretty & C(1888) RPC
653).

Just as in patents, an industrial design is nomeeeto have been made
available to the public solely by reason of the that within the period of
six months preceding the filing of the applicatitor registration the
creator has exhibited it in an official or offidialrecognised exhibition
(section 13(4) PDA). However, an industrial desigmot new merely

because it differs in minor or inessential waysrfran earlier design or
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concerns a type of product other than the type wiilch an earlier design
is concerned (section 13(5) PDA). Hence, whereragoevaries his own
design in minor details from pre-existing ones, ¢bart will hold that the
latter is still not new. IDensy (Nig) Ltd v. Uzokwg999) 2 NWLR [pt
591] 392, the court held that ‘A mere trade or bess variation without
more is a mere garb which is incapable of wearimg momenclature
‘new’. Thus, a design which is cosmetically differédrom an earlier one
may amount to a trade gimmick which is designedemsaly or
materially to overreach the business society andgtyequill not make
available its sympathetic hands to such a designthe same vein a
design is not necessarily new where an existinggdef®r a product is
applied to another product. An example is applyimg design of a soap

dispenser attached to the wall to a toothpastesdssg.

2.3.1.2Not Contrary to Public Order/Morality
For a design to be registrable, it must not bereoytto public order or
morality. What is public order or morality is nog¢fthed in the Act but is
determined by the courts on a case by case basastebt is also not that
of an overly permissive or extremely conservativenber of the society.
Rather the court shall view the morality of theigadrom the perspective
of a reasonably decent person in the society. ktrhawever be born in
mind that the concept of morality changes from etycto another and
also from time to time depending on the social eniliat the time.
Nevertheless, any design that would cause publiesthimmoral, anti-
cultural or offensive will not be registered. Anaexple is a design which

denigrates one ethnic group or religious sect meNa.

2.3.2 Non-Registrable Industrial Designs
Certain designs are excluded from registrationnasidtrial Designs by virtue of
Rule 22 of the Design Rules, 1971. This is usubkgause such designs are
suitable for protection by order intellectual prageights such as copyright. Also,

they are usually applicable to non-industrially mnf@ctured articles or goods.
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Therefore, designs to be applied to any of theoWithg articles are excluded from
registration, namely-
a) works of sculpture other than casts or models wsedtended to be used as
models or patterns to be multiplied by any indasprocess;
b) wall plagues and medals.
c) printed matter primarily of a literary or artisteharacter, including book
jackets, calendars, certificates, coupons, dressimpagatterns, greeting
cards, leaflets, maps, plans, postcards, stampde tadvertisements, trade

forms, and cards transfers and the like.

SELF-ASSESSMENT EXERCISE (SAE) 7

1. What are the requirements of the registratioanoindustrial design?
2. ldentify the types of designs that are non-tegjide under the PDA.

2.4 Summary
In this unit, we have examined the two requiremdatsthe protection of industrial
designs, which are that the design must be newitamiist not be contrary to public
order and morality. In order to prevent prior distlre, is it best to file first for
registration before testing the product incorpogithe design in the market. In addition,
we have also examined the non-registrable desigmshware already protected by

copyright law.

2.5 References/Further Reading
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MODULE 2 INDUSTRIAL DESIGNS
Unit 3: Registration of Industrial Designs

3.1lIntroduction
3.2Learning Outcomes
3.3 Registration of Industrial Designs
3.1Right to the Registration of an Industrial Design
3.2 Application for the Registration of an industriasiign
3.3Foreign Priority
3.4 Examination and Grant
3.5Rights Conferred by Registration
3.6 Limitation to the Rights of a Statutory Creator
3.4Summary

3.5 References/Further Reading/Web Sources

3.1 Introduction
This Unit shall explain the procedure for the regison of an industrial design at the
Patents and Designs Registry. An understandinghisf process is key since the
protection of industrial designs lies on a valigisgration by the Registry. The rights
granted by a registered design and the exceptwtisose rights shall also be discussed
in this Unit. Some of the fundamental principleslernlying the registration and grant of
patent rights as discussed n Unit 3 of Module Oreeadso applicable to Industrial

Designs.

3.2 Intended Learning Outcomes (ILOSs)
At the end of this study, you should be able to:
1.explain the process of application for registratdman industrial design
2.understand the process of examination and graam epplication for the registration
of an industrial design

3.know the rights granted by a registered designtb@exceptions to those rights.
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3.3 Registration of Industrial Designs
3.3.1 Right to the Registration of an Industrial Design
The right to registration of an industrial desigrvested in the statutory creator
(section 14(1) PDA). The statutory creator is tingt fperson (natural person or
body corporate), whether or not he is the truetoreavho is the first to file or
validly claim a foreign priority for an applicatidior registration of the design.
Nigeria therefore operates a first to file systerthis regard.

The true creator is the natural person who creidgedesign and he may or may
not be the statutory creator, where the lattehésdne vested with the rights of
the registered design. The true creator howevet| Bh entitled to be named as
such in the Register and this entitlement shall b®tmodifiable by contract
(section 14(2) PDA).

The true creator is further protected by the Actimstances where the
application of registration is made without his sent or the design was
obtained fraudulently. Section 14(3) PDA providest tif the essential elements
of an application for the registration of an indiztdesign have been obtained
by the purported applicant from the creation of taap person without the
consent of that other person both to the obtaimht¢hose essential elements
and to the filing of the application, all rights the application and in any

consequent registration shall be deemed to beféraed to that other person.

An industrial design created in the course of emiplent or in the execution of
a contract for the performance of specified workvwamed by the employer or
the person who commissioned the work. However, a/ibe creator is an
employee, then, if his contract of employment doesrequire him to exercise
any creative activity but he has in creating theigie used data or means that
his employment has put at his disposal, he shadirtigled to fair remuneration
taking into account his salary and the importantéhe design which he has
created; and this entitlement is not modifiablecbytract and may be enforced

by civil proceedings (section 14(5) PDA).
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3.3.2 Application for the Registration of an industrial design

An application for the registration of an industridesign is made to the

Registrar and must contain the following:

1)
2)

3)

4)

5)
6)

7)
8)

a request for registration of the design,

the applicant's full name and address and, if #adress is outside
Nigeria, an address for service in Nigeria,

a specimen of the design or a photographic or gragpresentation of
the design with any printing block or other meahseproduction from
which the representation was derived,

an indication of the kind of product (or, where lassification has been
prescribed, the class of product) for which thegtewiill be used,

the prescribed fee,

where appropriate, a declaration signed by the ¢raator requesting that
he be named as such in the Register and givingamee and address, and
if the application is made by an agent, a signadlgp®f attorney

such other matter as may be prescribed (sectial) Fi3A).

Where an applicant is claiming foreign priorityetfollowing are required:

1)

2)

he shall append to his application a written deétian showing-

i. the date and number of the earlier application,

ii. the country in which the earlier application wasdegand

ili. the name of the person who made the earlier apipiicaand
Not more than three months after the making ofaplication, he shall
furnish the Registrar with a copy of the earlieplagation certified correct
by the Industrial Property Office (or its equivalem the country where

the earlier application was made. (section 15(3A\RPD

Section 15(2) PDA provides that a single applicatior registration of an

industrial design may relate to any number of indaisdesigns not exceeding

fifty, if the products to which the designs relare of the same kind or, where a

classification has been prescribed, of the samss.cldowever, Rule 10 of the

Design Rules provides that where it is desiredeister the same design in
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respect of more than one article, a separate apiplicshall be made in respect
of each article. In that case each applicationl df@inumbered separately and

shall be treated as a separate and distinct agipfica

The application should state clearly the featufeb® design and if required by
the Registrar in any case so to do, the applicaall endorse on each of the

representations or specimens a statement satisfdotthe Registrar.

Identical representations or specimens (usuallyetiur four) of the design must
be attached to the application in a form satisfgcto the Registrar. Where the
design is applied to a set of articles, the repitasi®n is to show the design as

applied to each different article included in tké s

When words, letters or numerals appear in the ddsig are not of the essence
of the design, they should be removed from theesgmtations or specimens,
but if they are of essence, the Registrar may regbe insertion of a disclaimer

of any right to their exclusive use (Rule 18).

Rule 20 requires that where a portrait of the elessi or of any member of the
National Assembly, or a reproduction of the armido@arings, insignia, orders
of chivalry, decorations or flags of any countryats, city, borough, town,
place, society, body corporate, institution or pargappears on a design, the
Registrar, before proceeding to register the dessgall be furnished with a
consent to the registration and use of such porrareproduction from such
official or other person as appears to the Regisirae entitled to give consent)

and in default of such consent he may refuse tstegghe design.

Similarly, where the name or portrait of a livingrpon appears on a design, the
Registrar shall be furnished with consent from spetson before proceeding to
register the design. In the case of a person rigogead, the Registrar may call
for consent from his personal representative befpreceeding with the
registration of a design on which the name or pdrwf the deceased person

appears (Rule 21).
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3.3.3 Foreign Priority

The concept of foreign priority has earlier beeplaxed under Unit 3.3 in
Module One. Priority date applies to a foreign aggtion that has first been
applied for in another contracting state to anrmd#donal IP treaty which
application can still be made in other contractstgtes within the priority
period without the prior application affecting thewness of the subsequent
application in the other countries. The priorigriod for designs is six months
(section 27(2)(b) PDA, Article 4, Paris Convention)

3.3.4 Examination and grant
The Registrar only examines the application folstegtion as to its conformity
with the formalities as stipulated in section 15id PDA. The only substantive
examination carried out by the Registrar is whettier design is contrary to
public order or morality under section 13(1)(b) P@®ection 16(1) PDA). He
cannot examine the newness of the design (Sec6i() PDA). Nigeria therefore
also operates a registration system in this regacdnot an examination system.
Upon registration, the applicant is issued a dedti€ and the Register shall
record the registration in the Register of IndastDesigns. The Registrar shall

also cause a notification of the registration tgublished (section 17 PDA).

3.3.5 Rights conferred by registration
The registration of an industrial design confer®mhe registered owner the
right to preclude any other person from doing afnthe following acts-
(a) reproducing the design in the manufacture of ayetd
(b) importing, selling or utlising for commercial pwpes a product
reproducing the design; and
(c) holding such a product for the purpose of sellingri of utilising it for
commercial purposes (section 19(1) PDA).

Therefore, anyone that reproduces the design imideufacture of a product or
deals commercially with a product replicating thesidn must do so with the
consent of the design owner. Anyone that doesoétlye above acts without the

consent of the registered owner will have infringedthe rights of the owner and
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can be made liable in civil proceedings. Note teaen where the alleged
infringer merely distinguishes his design from tiegistered one in minor or
inessential details or where he applies the deigother types of products, he
will still be held liable for infringement (sectid®(2) PDA). For instance, where
the design of a product is originally for a coffeachine and the alleged infringer
copies the design for a soap dispenser.

3.3.6 Limitation to the Rights of a Statutory Creator
The rights conferred on a registered owner onlyerctto acts done for
commercial or industrial purposes; and do not caets done in respect of a
product incorporating a registered industrial desadfer the product has been
lawfully sold in Nigeria (Section 19(2) PDA). Prigaand non-commercial uses
are therefore exempted from the scope of monopghyts conferred on the
design owner. So a buyer of a product incorporaiingndustrial design can

validly use it or sell it without being accusedimfingement.

SELF-ASSESSMENT EXERCISE (SAE) 8

1. What is the concept of foreign priority in anphagation for
design registration?

2. Discuss the rights granted to an owner of astemgd desigr
under the PDA.

3.4 Summary
This unit has shed light on the procedure for fhy@ieation of industrial designs. It examined
the concept of foreign priority and the examinatias well as grant of design rights.
Applicants must therefore ensure they comply witls fprocedure in order to have valid
design rights.

3.5 References/Further Reading/Web Sources
1) Adejoke O. OyewunmiNigerian Law of Intellectual PropertyUnilag Press and
bookshop Ltd, 2015)
2) Jide Babafemi,Intellectual Property: The Law and Practice of Cagit,
Trademarks, Patents and Industrial Designs in Na@édustinian Books Ltd, 2006)
3) Patents and Designs Act, Cap P2, Laws of the Federaf Nigeria, 2004, section
14-19
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4) Design Rules 1971, Rules 1-30

MODULE 2 INDUSTRIAL DESIGNS
Unit 4: Subsistence and Exploitation of IndustrialDesigns

4.1Introduction

4.2 Learning Outcomes

4.3 Subsistence and Exploitation of Industrial Designs
4.3.1 Duration and Renewal
4.3.2 Renunciation and Nullity of Registered Industrigdigns
4.3.3 The Exploitation of Registered Designs

4.4 Summary

4.5References for Further Reading

4.1 Introduction
Registration of industrial designs grant monopadgits to the design owner, albeit for a
limited period of time within which the design owrean exploit or commercialise it in
order to obtain a reward for the investments made creation of the design and also
make profits therefrom. This Unit shall discuss #lternatives open to design owners in

exploiting their designs.

4.2 Intended Learning Outcomes
At the end of this study, you should be able to:
1. know the duration of design rights
2. understand the procedure for renewal, renunciai@hnullity of industrial designs
3. know the various alternatives open for the explmita of industrial designs

through assignments and licences

4.3 Subsistence and Exploitation of Industrial Designs
4.3.1 Duration and Renewal
The registration of an industrial design is valkid &n initial period of five years
from the date of the application for registratioldaon payment of the prescribed

fee, it can be renewed for two further consecupieeiods of five years (section
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20(1) PDA). This brings the total duration of aistgred design to maximum of
fifteen years. The short duration of designs may doéable for industries

producing designs at a very fast pace such thantdr&etability of a design is short
lived. An example is the textile or fashion indystfdence, such designs may not

be renewed if the owner wishes.

In order to renew the registration of an industdesign, the renewal fees shall be
paid within twelve months immediately preceding teaewal period. Whoever a
period of grace of six months after the beginnihghe renewal period is allowed
for the payment of the renewal fee. Once this isedimgether with any surcharge,
the design shall be deemed renewed. The renewa afdustrial design shall be
registered and notified. This must also be donemwthe design ceases to have

effect.

4.3.2 Renunciation and Nullity of Registered Industrial Designs
By section 21 of the PDA, a design owner can reneuhe registration of the
design through a written declaration in this regand addressed to the Registrar.
By renouncing his rights, the registered design ewnelinquishes his monopoly
rights in the design which can now be in the puliienain and be freely used by
members of the public. The renunciation need ndbta with respect to the entire
granted design right. It can be limited to any jeatar kind or kinds of product,
any classification of products, or any number o$iges among several designs
registered. Where a licensee already acquiredsrightespect of the renounced
design, the design owner must accompany the déolarfor renunciation with a
written consent of the licensee to the renunciatioevidence that the licensee has
in the licence contract agreed that the provismirthe Act requiring the licensee’s
written consent for renunciation shall not applytheir licence relationship. This
provision therefore protects a licencee who mayeh&wnished consideration
already to the design owner. Like many other subsegdealings with respect to a
registered right, renunciation must also be reggst@nd notified before it can have

effect.

With regards to nullity of registration of an indual design, section 22 empowers

the court, on the application of any person (incigda public officer acting in the
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exercise of his functions), to declare the regigtraof an industrial design to be
null and void where it is established that the giedails to fulfill the requirements
of the registration and also where the deign riglriot vested in the right persons

under the provisions of section 14 of the PDA.

The declaration of nullity can be with respect lte entire design registration or
relate only to some designs where there are sewsmsigns. The effect of a
declaration of nullity is that the registration guestion shall be deemed, to the
extent specified in the declaration, to have badhamd voidab initio. However, it
shall not be necessary to repay royalties paidiyyliaensee unless the court so
orders. The appropriate officer of the court shafibrm the Registrar who shall

register and notify the declaration.

In a proceeding for nullity of registration, theucbshall first give the design owner
an opportunity to be heard and have regard onlthéostate of affairs existing
when the proceedings were instituted. Where thdicgop (not being a public
officer) fails to satisfy the court that he or diees material interest in making the
application for a declaration of nullity of registion, the court shall dismiss the
application. For example, while competitors who rbayinterested or have similar
designs may be argued to have material interettendeclaration of nullity; an
applicant from a totally different industry who doeot need the design at all
would not be allowed to nullify a registered desfgn nullification case with no

material interest in the action.

4.3.3 The Exploitation of registered designs
The provisions governing contractual licences asgigament of rights of patents
also apply to industrial designs. It must be notieat the Act does not make
provision for compulsory licences or licences ajhti with respect to industrial
designs. This is because designs, unlike patergsmare about the aesthetics of
products and are consequently hardly life threatgor inimical to public interest,

health or science and technology.

4.3.3.1 Assignment
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4.3.3.2

An assignment is a sale of a design right. In ¢thise, the design owner is
totally divested of his rights in the design and hansferred same to the
assignee in return for consideration. By sectionoR4he PDA, designs
can be assigned, transferred by succession orimédiht ownership. An
assignment must be in writing and signed by theigsarlt must also be
registered and the prescribed fees paid, othenitisavill not be
enforceable against third parties. Joint owners h@ayever assign their
own share of the rights separately from that oérthn the absence of any

agreement to the contrary.

The court has held that the requirement of redistraof an assignment or
transfer by succession is not a mere moral adqrait is a duty under
section 24(2) of the PDA to register an assignmeafsfer or interest
held in joint ownership of a design. This is beealry virtue of this
section, an assignment or transfer thereof shak Ina effect against third
parties unless it has been registered and therjiredcfees paidArewa
Textiles Plc v. Finetex Lt003) 7 NWLR [pt 819] 322).

Contractual Licences

By section 23 PDA, a design owner can grant a tieen a third party to
exploit the invention or design by a written contraA licence must
therefore be in writing. A licence can be exclusmaere the right owner
grants a single licencee a licence in respect efstipulated acts in the
contract or it can be non-exclusive where the rmgher is free to grant
licences to others as well. As stated earlierntbeecan be with regards to
certain rights, territory or for a limited periodthin the validity period of
the design. For example, a design owner can giv& X the right to
manufacture and sell products incorporating itsgiesin Taiwan without
granting this right to any other person in Taiwahis will be an exclusive
licence for the jurisdiction of Taiwa as the liceashas no competition
from any other licensee with respect to same rigihtshe licence. A
similar exclusive licence may be granted to anolicensee in respect of

South Africa. In the case of a non-exclusive ligribe design owner or
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licensor would grant more than one person the saghes such as having

two or more persons use his design in South Afiidhe same time.

The law requires that a licence must be registevigd the registrar and
the prescribed fees paid; until this is done, itence shall have no effect
against third parties (section 23(2) PDA). The msseof this is to notify
the public of the existence of such a licence wtieey look into the
Register. The licence shall also be cancelled yRégistrar at the request

of the licensor after the termination of the licens

A licensor can only grant a licence in respecth# tights that he has
himself. Where the scope of the licence extendsteéyvhat the law has
conferred to the right owner, the licence shalivb& to such an extent
(section 23(3)PDA).

The law generally stipulates that a licence doespmeclude the right
owner from exploiting the industrial designs hinisdbes not prevent him
from issuing other licences and the licencee cargmant licences or
assign the licence to others. The parties may hewby contract agree
otherwise. In the absence of any contrary provisiavhere joint owners
are involved, a licence cannot be issued separatelyas to be done
jointly (section 24(4)).

SELF-ASSESSMENT EXERCISE (SAE) 9

1. what is the difference between the renunciadiod nullity of
an industrial design?
2. In what ways can a creator or owner of an intalstiesign

exploit it commercially?

4.4 Summary
Licences and assignments are essential to the comatimation of industrial designs.
Design owners who cannot effectively or directlgarporate the design in products can
make use of licences and assignments to enablesott® have the resources to exploit

the design while the creator gets remuneratioit$asse.
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MODULE 2 INDUSTRIAL DESIGNS

Unit 5: Infringement of Industrial Designs and Remelies
CONTENTS:

5.1Introduction

5.2 Learning Outcomes

5.3Infringement of Industrial Designs and Remedies
5.3.1 Right to Institute Actions for Infringement
5.3.2 Evidential Proof in Infringement Actions
5.3.3 Remedies for infringement

5.4 Summary

5.5 References/Further Reading/Web Sources

5.1Introduction
Sometimes, third parties carry out unauthorized agth respect to a registered design.
The law confers on the design owner, his assigmeesametimes licensee the right to
institute an action for infringement. Where thetfatinfringement is established, certain
remedies are open to the Claimant. This Unit s&sdimine the infringement of design

rights and the remedies available in the casefohgement.

5.2Intended Learning Outcomes
At the end of this study, you should be able to:

1. Understand what amounts to infringement of dedigjns
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2. ldentify who has the right to bring an action fofringement

3. Know the remedies available to a design owner whireight has been infringed

5.3Infringement of Industrial Designs and Remedies
5.3.1Right to institute actions for infringement
Infringement of design right occurs where the aeterved exclusively for a design
owner are carried out by a third party without #ethorization of the patentee
(section 25(1) PDA). The exclusive rights grantedatdesign owner under Section
19 PDA are the rights to reproduce the design @ rttanufacture of a product,
import, sell or utlitse for commercial purpose adurce reproducing the design and

holding such a product for the purpose of saletieerocommercial purposes.

An action for infringement can be brought before Bederal High Court which may
sit with and be advised by two assessors havingreXmowledge of matters of a
technological or economic nature. The court mayefioee need the assistance of
assessors in understanding and analyzing certaimital matters in relation to
patents or the proceedings. Particularly when ihe® to analyzing a patent with
regards to substantial matters such as its novelfgntive activity or interpretation

of its claims.

The person entitled to sue under the Act is a deswner or an assignee since the
assignee steps into the shoes of the patent owldicensee may by a registered
letter require the licensor to institute infringem@roceedings in respect of any acts
of infringement indicated by the licensee the ketsection 26 (4) PDA). However,
if the licensor unreasonably refuses or neglectsnstitute the proceedings, the
licensee may institute them in his own name, withmejudice to the right of the

licensor to intervene in the proceedings.

A defendant shall not be absolved from liability relg because reproduces the
Claimant’s industrial design with differences inlypminor or inessential details or

because it concerns a type of product other thartyjpe with which the design is
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concerned (section 19(2) PDA). Gontrolled Plastics Ltd v. Black Horse Industries
Ltd (1990-91) FHCLR 180, the defendant's design wasilai to that of the
claimant. Only differences were that the Claimampi'educt was perforated at the
bottom while that of the defendant was not andGlemant’'s colander had thicker
lines than those of the defendant. The court hedd the defendant was infringing
(see als®@pivap (Nig) Ltd v. Bola Alaba & O4991) FHCLR 181).

5.3.2 Evidential Proof in Infringement Actions
In order to determine whether a design is infriggar in an action for nullity of a
design (to determine newness of the design), thged prior design must be placed
before the court to compare the previous desigrh Mhte current design. In
Controlled Plastic Ltd v. Black Horse Plastic Ltithe defendants argued that the
design of the plaintiff was not registrable as @sanot original or new. The court
held that the Claimant’s design was new in its vasvno other design was placed

before it to compare whether the Claimant’s desiga new or not.

Clearly, in order to determine infringement or neas of a design, it is essential that
the two designs in question be placed before thetcdm make comparison. In

Ajibowo & Co Ltd v. Western Textile Mills L{@976) 7 SC 97 the court emphasized
that the design claimed to be new and the old desipuld be put side by side to
enable the court to compare and see whether therfaredamental differences in the

shape and pattern of the lines.

While agreeing with this position of the courtséems that the court in subsequent
actions has been misguided in interpreting theeradkcisions on the infringement
of design rights. Hence, in subsequent actions,cthet has held that it is not
enough to place the finished products side by &idé¢he court to examine, but that
in addition the moulds or design itself from whitie two products were made
should also be brought before the court for exatiina Hence, in inUzokwe v.
Dansy Ind. (Nig) Ltd2002)2 NWLR [pt 752] 528, the Supreme Court hiblat “a
claim for infringement of rights in design canna bustained merely because the
infringing product is similar to that of the alleyénfringed product. Similarity in
design has nothing to do with its novelty and diiveness. More is required from

the plaintiff ... the appellant had the onus of shayihat the finished products were
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made from the same design and not that the prodwetsnerely similar and to do
this he should tender the designs of both prodémtscomparison” (see also
Nigerian Breweries PIs v. Pabod Brewer{2910) 14 NWLR (Pt 1214) 529).

This new position of the court has been condemitésinot easy for the Claimant to
produce the mould of the defendant before the cdim mould or design of some
large products may also not be easily moveablecedhewhere such had to be
assembled and fixed to the ground. This decisiolh tverefore work a lot of

hardship of Claimants and would make it difficuit succeed in an action for

infringement of industrial designs.

Oyewunmi points out this difficulty especially wlerthe defendant has not
registered any design and argues that where them&ia has a registered design, the
balance of probabilities should be in his favoud #me onus of proof should lie on
the defendant to prove that his design is diffefemin that of the Claimant and
where necessary, the defendant to produce his maulthe proof of his defence. In
support of this view, the court has held that se 9y side comparison may not
always do justice since buyers will rarely have tle products side by side at the
point of purchase. The test should be whether #sgd of the products would be
similar to the purchaser who is likely going to malk decision based on
recollections of the design and not necessariliga By side comparison. More so,
the relevant purchaser would also not have hadsacte the plans, drawings or
moulds of the designs of the products. The dedigulgl therefore be considered on
eh whole and consideration should be given to fleetesupposing they were seen at
different times or looked at a little distan€eréfton v. Watson

Furthermore, in determining whether the claimantght has been infringed,

reference is made to the peculiar features of #sgd as contained in the claims or
statement of novelty made in the application fe tégistration of the design. This
is because this is what actually determines thédior features of the design over
which the design owner claims monopoly rights. Veéhire features reproduced by
the defendant is not in the statement of noveltglaims of the design owner, the

defendant would not be liable for infringement (§&&eikwumerije and sons (W/A)
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Ltd v. Industries Ltd & Sond989) FHCLR 423) antiyeru Okin Plastic Industries
v. Metropolitan Industries Lt(1986) FHCLR 33%&

5.3.3Remedies for Infringement
A design owner can institute an action for infrimgnt against the alleged infringer
and be entitled to ‘all such relief by way of damsginjunction, accounts or
otherwise shall be available to the plaintiff asawsilable in any corresponding
proceedings in respect of the infringement of ofir@prietary rights’ (Section 25(2)
PDA).

Although the PDA expressly stipulates for damageginction and accounts as
available remedies, the list of remedies availablean action for design right
infringement action is not limited to these thr&&is is because the PDA refers to
other remedies that shall be available to the @aimas it is available in a
corresponding action in respect of the infringenmnbther proprietary rights. This
means that other remedies that are available terottaimants suing for the
infringement of their property rights such as lashggeoperty may also be adapted to
compensate the wrong done to a patent owner icdbe of infringement. Lawyers
must therefore maximise this leeway and not betdichto only three remedies in an
action for infringement. The three listed remed#&sl other relevant ones are

expatiated below.

5.3.3.1 Damages

This refers to money claimed or ordered by the tdora person as a
compensation for loss or injury. It is the monetapmpensation paid to a
design owner for the infringement of his rights. Wlhere are different types
of damages, the most common are general and spdmmbges. General
damages refer to compensation for losses that alptdlows from the act of

the defendant and it need not be proved by thentiffaas it is presumed by
law. Special damages on the other hand are noumexs by law and the

plaintiff has to provide evidence in this regarddoe the courts can grant it.

While there is no hard and fast rule in the deteation of damages, factors

that can be considered include the amount of regalhad the defendant
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obtained a contractual licence, amount of tradeusiness lost by the claimant
due to the defendant’s sale or use of the infriggjoods, duration over which
the infringement lasted, damage to the goodwithef claimant among others.
(seed. T Chanrai & Co (Nig) Ltd v. J K Khawai1965) 1 All NLR 182;Sarg
Aims Products v. Akaghd@994) FHCLR 188).

5.3.3.2 Injunction
One of the most important remedies for design rigitingement is an
injunction since damages may not always be a sefficremedy. An
injunction is an order of the court compelling atpdo do or refrain from

doing an act. It is an equitable remedy grant@teatiscretion of the court.

There are different types of injunctions. An int&udtory injunction is granted
pending the determination of a case and it is wesgful for restraining an
alleged infringer from continuing his acts of imigement or for the parties to
maintainstatus qudill the matter before the court is finally detened. This
would ensure that no further loss comes to thenpatener. A perpetual
injunction on the other hand is granted after thalfdetermination of a case
when the plaintiff has been able to prove to thercthat he a right which
right was violated by the defendant.

Another type of injunction is an interim injunctievhich lasts for a very short
time such as till a named date or the happeniranodvent. It is usually used
in cases involving urgency and grantex partepending an application on
notice to the defendant on a later date. Becauskeofirgency involved, it is
not a requirement that the plaintiff must haveiingtd an action before the
court before it is granted. Interim injunctions #éinerefore very useful where

there is concern that delay would cause an irrégpadamage.
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The conditions for the grant of an injunction asttled in various judicial
authorities American Cynamid Co. v. Ethicon L{d975) 1 ALL ER 504).
These conditions include that:

() The plaintiff has to satisfy the court that he lamsarguable case. This
does not mean a strong case but a prima facienasge be sufficient.

(i) Damages must not be a sufficient remedy. This ¢immdis fundamental
to the grant of an injunction as where damages safficient, an
injunction would not be granted.

(i) The court would also weigh the balance of convergdmefore granting
an injunction.

(iv) The financial standing and ability of the defend@anliquidate damages.

(v) Other conditions include the conduct of the par{®araki v. Kotoye
(1989) 1 NWLR (Pt. 98) 419).

(vi) Delay by the plaintiff in bringing the action asstimay be considered as
acquiescence~pseco Int. Ltd v. Fordath L1 975) F.S.R. 507).

(vii) the plaintiff is also required to give an undertekas to damages should
it be proved that the injunction ought not to hbeen granted in order to

protect the interest of the defendant.

5.3.3.3 Accounts of Profit
This remedy allows the claimant to recover profitade by an infringer on
his registered design where the defendant has cocratitg dealt the design
or made profit from it. It is only awarded where thlefendant has actually
made profits from the act of infringement. The pgrohat is awarded is
usually the net profit i.e the gross profit exchgliall other expenses of the
defendant in producing the work. The court alstexderines the amount of
profit that accrued directly from the infringing vkoand not necessarily the
entire business of the defendant. Note that a Glairwould not be allowed
to have both damages and account of profits in rotdeprevent double
compensation. He has to elect one of these remedibsrefore, where the
profit made by the defendant is not so much, it imaypetter for a plaintiff to

rather sue for damages.

5.3.3.4 Order for seizure and Inspection (Anton Pliér Order)
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This order is a special type of injunction issugdlte court which allows a
plaintiff to enter the premises of the defendantrider to seize and preserve
evidence that is essential to proving the defersldiability. It is a very
important order considering the facts that manyesminfringers carry out
their acts in secret or are prompt to destroy amyemce linking them to the
infringement. The fact that it is mad& partepreserves the surprise effect on
the defendant who is taken unawares and has nottntede or destroy

evidence.

This order is called Anton Piller order after thase where it was first
granted inAnton Piller KG v. Manufacturing Processes L(i®76) 1 All ER
779. This case stipulated the conditions under lwitican be granted. The
plaintiff must have a strong prima facie case aotemtial or actual damage
to him should be serious. The defendant should hé&san possession of
evidence that is vital to the plaintiff's case amdeal possibility of the
defendant destroying or disposing of such eviderdete that being
fundamentally an injunction, other conditions fboe tgrant of an injunction
also applies here. The court in this case distsiged this order from a search
warrant in that it puts pressure on the defendanpermit the plaintiff to
enter into his premises otherwise he may risk besmgmitted for contempt

of court.

5.3.3.5 Conversion or Delivery Up
The design owner may be able to request the cbattall the infringing
copies and materials used in their production shdié converted to or

delivered to him by the defendant.

5.3.3.6 Destruction
A Claimant may also be entitled to request for thestruction of the
infringing products as a general civil remedy tHet available in any
corresponding proceedings in respect of infringenwnother proprietary
rights”. Destruction would be useful where the ksomade by the infringer

are of lesser quality, which is usually the casee Dwner may want such
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goods to be destroyed in order to avoid any damadmes reputation or the
quality of his works.

SELF-ASSESSMENT EXERCISE (SAE) 10

1) Who has the right to sue for an infringement of a
registered design?
2) What are the evidential requirements for esthbic

design infringement?

5.4 Summary
Like other proprietary rights, the principle bbi jus ibi remedium(where there is a
wrong, there is a remedy) applies to instancesn@ifingement of design rights.
Therefore, where any person carries out any ofékerved rights for the design owner
without due authorization, the design owner or aeywalidly claiming through him is
therefore entitled to approach the Federal HighrCdéar appropriate remedies to

address the infringing acts of the defendant.
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MODULE 3 TRADEMARKS
Unit 1: Introduction to Trademarks Law

1.1 Introduction
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1.3Introduction to Trademarks Law
1.3.1 Definition of Trademark
1.3.2 Objectives and Functions of Trademarks
1.3.3 History of trademarks laws in Nigeria
1.4 Summary
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1.1 Introduction
For a long time, businesses and people have usslsansignia to distinguish their
products and services from those of others in tfieid. Trademarks are therefore
principally useful for distinguishing one undertadtiand its products and services from
those of other. Over time, consumers tend to @usdemark in terms of quality or
preference choice and it also serves some markétimgions. In view of the essential
roles played by trademarks, the law protects theMigeria under the Trade Marks Act
1965 (TMA). This module shall examine the protectaf trademarks in Nigeria as an

intellectual property right.

For many businesses, trademark is an essential@mmpand asset of the business in
attracting clients and income. The protection aflamarks has become more refined in a
capitalist society where there is intense competittmong businesses in the same
industry. It is therefore essential to understah@tirademarks are and the objectives of

the legal protection granted to trademarks.

1.2 Intended Learning Outcomes
At the end of this study, you should be able to:
1. define trademarks
2. identify the objectives of the trademark systemiraticated in the functions it
performs.

3. know the history of trademark laws in Nigeria.
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1.3 Introduction to Trademarks Law
1.3.1 Definition of trademark
A trademark is a mark or insignia used in the cewftrade to distinguish the
goods or services of one undertaking from thosarafther undertaking. By
section 67 of the Trade Marks Act 1965 (TMA), alemark is defined as “... a
mark used or proposed to be used in relation todgdor the purpose of
indicating, or so as to indicate, a connectionhia tourse of trade between the
goods and some person having the right either @srietor or as registered user
to use the mark, whether with or without any intdma of the identity of that
person...” While this definition may be complicatédentails certain essential

concepts about trademarks which we shall now laok a

A trademark must consist of a mark. A mark can lmamme, device, branding,
label, ticket, signature, letter, numeral or anynmbmation of these things
(section 67 TMA). The trademark must either alreldyn use or it proposed to
be used. In the case of the later, the applicanstrhave the intention or
proposal to use the mark in the reasonably forésedature John Batt & Co v.
Dunnet & Anor (1899) AC 428). This intention must be more thasren
contemplation (seéAtanda Trading as Sule Atanda & Bros v. Johnson &
Johnson & Cq1968) NCLR 364).

Another important thing to note with regards to ttefinition of trademark in
section 67 is that it restricts the definition t@nks to be used in relation to
goods. This excludes undertakings that are engagethdeing of services. This
limited definition of the concept has been critédz Although, the registration
of trademarks has been extended to services vial&ems that have amended
the first and fourth schedule of the Act to incliedeven new classes of service
marks. Nevertheless, there is a need to amendefirgtibn of trademarks under

the TMA to include service marks.

Also, the trademark need not be affixed on the goticuffices that it is used in

relation to goods such as by a company that isymiad the goods or any other
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1.3.2

connection with the goods. Finally, trademarks maestused in the course of
trade in order to qualify as ‘trade’ marks. A tradek is therefore an indication
of the source or origin of trade of a good or ssrviConsumers should be able
to use the trademark to indicate the source ofdgbat or service and link it to
the proprietor of the trade mark as different frother goods or services of
another proprietor in the industry. The propriesbould therefore have some
trade link in the production of the goods or sessicsuch as manufacturer,
supplier, retailer marketer, importer, exporter perform some other
commercial role in the production or distributiohtbe goods or services. In
Hospital World Trademark1967) RPC 595, it was held that the productioa of
free magazine containing matters of interest tospeotive customers would
undoubtedly aid the business as manufacturers gpitad supplies and create
goodwill for the firm but it did not qualify as use the course of trade.
However, inGolden Pages T.M1985) FSR 27, the compiler of a telephone
directory who distributed it free but obtained inmo®from advertisements in the

directory was held to use the mark in the courdeaaffe.

Objectives and Functions of Trademarks

A fundamental role of trademarks is that is se@@sn indication of source or
origin of goods and services. Trademarks are thezefised to distinguish an
undertaking, its products and services from thattbérs in the industry. When
consumers see a product to which a particular tnadle is attached, they are
generally able to know the source of that produdhe company that produced

the product.

In addition to this, over time, consumers get tackt some level of quality to
products or services emanating from a particulangany or its trademarked
goods or services. Hence, a consumer begins to havexpectation of a
standard of quality based on repeated patronageher interactions with such
trademarked good or service such that such a carsjust needs to buy a
product to which a trademark is affixed and he eip® find the product to be
of same quality as what he has experienced witliee@roducts with the same
trademark. Therefore, trademarks also serve as amagiee of quality to

consumers. In view of this, trademark, thereforevesesome consumer
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1.3.3

protection function. Consequently, it is esserttiak the consumer is protected

from confusion.

Trademarks also reduces the search cost of consumgle deciding on which
products or services to go for. Flowing from theaguntee of quality function
and the previous interactions with the trademarBnsomers rather than
searching various alternatives when they need tecplar product or service can
decide to just go for a product or service withpacific trademark they have

come to trust or like.

Due to the important roles played by trademarkssirn@sses invest in
advertisements in order to sensitise the publitheir trademarks and why they
should choose their products and services. They trestemarks to attract
customer loyalty and ensure repeated patronageyMampanies therefore
invest in the promotion and protection of theirdeenarks. It is therefore
essential that the protects trademarks in ordensure that trademark owners

get a reward for their investment.

In sum, the roles played by trademarks can beyosized into two broad areas.
The first is the protection of the private intere$tthe proprietor on the one
hand and the protection of public interest on thieeohand. While trademark
law protects the private interest of the proprietother branches of law
safeguard the interest of the public such as theéefsé Competition and
Consumer Protection Commission Act, 2018, Trade pkéaltices Act
(Miscellaneous Offences) Act, Cap T12, LFN 2004 #vel Merchandise Mark
Act Cap M10, LFN 2004.

History of Trademarks Laws in Nigeria

Prior to the colonial administration, in the traaiital setting of the various tribes
of the society, goods were marked in order to migiche owner. Examples
include the marking of animals such as goats,ecaftt chicken, yam and other
tubers. Branding through the instrumentality of ksawvas therefore not strange

to the traditional Nigerian society.
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In the United Kingdom where Nigeria derived itsdeanark legislation, the first
trademark law was the Trademarks Registration 8@51 Thereafter, the 1883
Patents, Designs and Trademarks Act repealed th& B8 and consolidated
trademarks law together with patents and desiggislégions. The Trademarks
Act 1905 repealed separated trademark law oncen agai different Act. The
1919 Trademark Act divided the Trademarks Register Parts A and B. the
1938 Act consolidated the 1905 and 1919 Tradematk And it was operative
for many years till the enactment of the Tradem&sis1994.

As a colonial territory, the Trademarks Proclamat@rdinance (no 25) of 1900
was the first trademark legislation which was aggllie to the Southern
Protectorate. It applied the Trademarks Act of 1883 the Southern
protectorate. After this, the trademarks ordinaree 18) of 1910 repealed the
1900 ordinance and became the extant law applicdbteonly to the Southern
protectorate. After the amalgamation of the Nomhemd Southern Protectorates
the Trademarks Ordinance (No 20) of 1914 was edaetbich applied
trademark laws to the whole territory of NigeriaSubsequent legislations
include the Trademarks Ordinance (No 6) of 192@&d&marks Ordinance (No
4) of 1923 and Trademarks Ordinance (No 13) of 192 1958, the
Trademarks Ordinance consolidated the existing.l&wslly, in 1965, Nigeria
promulgated its first indigenous trademark legistatwhich is the Trademark
Act 1965 which is essentially patterned after tlke Trademarks Act of 1938.

It must be noted that in addition to the statue, trademark system protects
unregistered trademarks under the tort of passifig Section 3 of the
Trademarks Act preserves unregistered marks. Thansage of having a
registered trademark is that the trademark prapriaeed not prove goodwill

and reputation as required in an action for passfhg

SELF-ASSESSMENT EXERCISE (SAE) 11

1. What is a trademark?

2. What are the functions that trademark
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1.4 Summary

The use of marks to brand or distinguish the gooidene person or entity from that of

another is not new to the traditional societies thiger comprised the Nigerian State. Nigeria

can trace the history of its trademark legislationthe UK till it promulgated its first

indigenous legislation in 1965. In addition to peniing a source or origin function,

trademarks also serve other functions such as gwegraf quality, marketing and consumer

protection roles.
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MODULE 3 TRADEMARKS
Unit 2: Registration Trademarks

2.1Introduction
2.2 Learning Outcomes
2.3 Registration Trademarks
2.3.1 Registration of Trademarks
2.3.2 Non-registrable Trademarks
2.3.3 Procedure for Registration of Trademarks
2.3.4 Registration and Association of Trademarks
2.3.5 Communal Trademarks (collective and certificaticarks)
2.4Summary
2.5References for Further Reading

(1) Introduction
Before a trademark proprietor can have monopolytsigover the trademark to the
exclusion of all other persons, the mark must lggstered in the Trademarks Registry.
However, not all marks can be registered as trademén addition, certain marks may
be registered as collective or certification tradeka. These Unit shall therefore examine

these concepts.

(2) Intended Learning Outcomes
At the end of this study, you should be able to:

1. Know the requirements for the registration of tradeks

2. Know the differences between registration undert Parand Part B of the
Trademark Registry

3. ldentify non-registrable trademarks

4. Understand the procedure for the registrationadeémarks

5. Understand the concept of communal marks such lkectee and certification
marks

6. Understand the concept of defensive trademarktragen
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2.3 Registration Trademarks
2.3.1 Registration of Trademarks

As stated earlier in the introduction, it is esgdrthat a trademark be registered or
entered in the Trademark Register. The Registea igecord of all registered
trademarks with the names and addresses of thepriptors, the date on which
applications were made for their registration, ficdtions of assignments and
transmissions, the names and addresses of altesgfisusers and such other matters
relating to registered trademarks as may be ptesgrunder the Act (section 2(1)
TMA). It is kept under the control and managemdrthe Registrar and divided into
Parts A and B.

Without registration, there can be no liability forfringement under the TMA
although the Act preserves the right of action agfaany person for passing of
goods of another person (section 3 TMA). Henceppetors of unregistered
trademarks may still seek remedy through the tbpiassing off. A trade mark is
required to be registered in respect of particgtawds or classes of goods, and any
question arising as to the class within which aogds fall shall be determined by
the Registrar, whose decision shall be final (secti TMA). Hence if an applicant
seeks to register XYZ as a trademark, the applicardt specify the goods to which
the trademark shall be used such as soaps or deteog in the alternative the
applicant can indicate the specific class of goouhsler the classification of goods)

to which the trademark shall be used.

2.3.1.1Registration under Part A
In order for a mark to be considered for regisbratunder Part A of the Act, it
must be distinctive and also consist of one oflifted items under Section 9(1)
of the TMA. A trademark to be registered under Raniust contain at least one

of the following:

(1) The name of a company, individual, or firm, repreéed in a special or

particular manner

A name is a means of identity and the Act in redtamm of this fact allows

an individual, company or firm to use its nameeaspect of goods emanating

100



from that person. An example is the use of the n&aergote for cement,
sugar and salt. Usually, the names applied to pestezed is that of the
applicant or his predecessor. However, a person negigter another name
but the Registrar may refuse such an applicatiothef registration may
suggest that the goods emanate from the person aviits the name
(Thorneloe v. Hil(1894) 1 Ch 569).

In Ate My Heart Inc. v. Commissioner of the JEZD13), the plaintiff filed a
trademark application for the registration of theme “LADY GAGA” in
respect of phonograph records, music files thattmdownloaded from the
Internet and stored, projection films, and record@tko discs and video
tapes. The trademark application was refused bgrigfatent Office (JPO).
The plaintiff appealed this decision to the Intelieal Property High Court.
The Court held that LADY GAGA is a name that is kelown in Japan and
world-wide, as the name of a female singer from Wmted States. If the
name is used by the plaintiff, it would suggestt thhaders and consumers
would affiliate the products with the female sirigatame, hence the court

held that it was not capable of distinguishing plentiff's goods.

Where the name or representation of any personaapp@ a trademark, the
Registrar shall, if he so requires, before proaegdo register the mark be
furnished with the consent from him or, in the caka person recently dead,
from his legal representatives and in default @hshe may refuse to register

the mark (Regulation 20, TMA Regulations).

The name must also be person or legal personaldynat be imaginary. It
cannot be that of an individual in a fanciful semsean imaginary person
who never had a real existené&e(Holt & Co’s Trademarkl896) 1 Ch 711
at 720). In addition, the name is required to h@esented in a special or
particular manner. This means that it should mowbtten in ordinary print.
It could be impressed or written in a particulardestinctive manner. This is

to make the mark distinctive.

(2) The signature of the applicant for registration some predecessor in his

business
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A signature is generally used to authenticate derisnand may also be
registered as a trademark. However, the applicantanly register his own
signature or that of a predecessor in business.eMemy signature marks are
not common because it can be difficult to descabe recollect. Also, it may

be easily copied by others who claim that is ah&irtown normal signature.

(3) An invented word or invented words

This is one of the commonest forms of marks andillysaonsidered the most
distinctive. It refers to newly coined words by #qgplicant which is preferable
as it is not likely to prevent members of the pulfiom using words in the
vocabulary. The question of whether a word is inredrdepends on the facts
of the case but it does not mean that the wordslgdhze entirely meaningless
(Eastman Photographic Materials Ltd v. Comptrolleer@ral of Designs,
Patents & Trademark$1898) AC 572 at 586). It could be derived from a
foreign source or language; it may contain a coakusion to the character or
quality of the goods or emanate from a combinatibwords or a phrase in as
much as it is does not convey an obvious meaningrdiary person in the

society.

(4) A word or words having no direct reference to tharacter or quality of the

goods, and not being according to its ordinary #figation a geographical

name Oor a surname

Words that do not allude to the character, qualitgeographical origin of the
goods can also be registered under Part A. Thedegideration in this regard
is to consider what message the word will passssam the ordinary person in
the context of the goods or services. To the mihthe average purchaser,
does the word refer to the origin, quality or clukeastics of the goods to
which the trademark is affixed? If the answer ishe positive, then the mark
is not distinctive and shall not be registrable emBart A. InLiggett and
Myres Tobacco Co v. Registrar of Trademaik869) NCLR 38, the applicant
was able to establish by evidence that the wordes@hfield’ had been
regularly and widely used by the applicant on @sdg for some years and that
in the mind of the public, the trademark was asged with their goods. The
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court therefore held that the popular meaning efwiiord ‘Chesterfield’ was in

relation to the applicant’s goods and not a gedgcap location in Yorkshire.

In Magnolia Metal Co’s TM1897) 2 Ch 371, the court explained that a word
does not become a geographical name simply becaunse place on earth is
called by it. The word must be interpreted in thehe general meaning of the
word from the perspective of the ordinary persorth@& society. Hence, the
mere fact that a name is a geographical name duiesenessarily disqualify it
from being used as much as it does not suggeketoansumer that the goods

originated from that place.

(5) Any other distinctive mark

Any other word, name, signature, or combinatiomofds and numerals may
be registrable as a trademark on the condition tiatapplicant can show
evidence of distinctiveness. Distinctive means &ethpn relation to the goods
in respect of which a trade mark is registeredroppsed to be registered, to
distinguish goods with which the proprietor of tnade mark is or may be
connected in the course of trade from goods incdee of which no such
connection subsists, either generally or, wheretitheée mark is registered or
proposed to be registered subject to limitationstelation to use within the
extent of the registration (section 9(2) TMA). istive therefore means that
the good is adapted to distinguish. In determimihgther a mark is adapted to
distinguish, regard may be given to the extent tociv the trade mark is
inherently adapted to distinguish and by reasoth®fse of the trade mark or

of any other circumstances, the trade mark is¢hdaapted to distinguish.

Furthermore, in determining the distinctivenessadirademark, the tribunal
shall consider whether the trademark is limitedvimle or in part to one or
more specified colours (section 16(1) TMA). Whehe trademark is limited
to specific color(s), it shall be taken as part the trademark for
distinctiveness. A trade mark that is registerethaut limitation of colour
shall be taken to be registered for all colourst{sa 16(1) TMA). InFerodo

v. Ibeto(2004) 5 NWLR (Pt 806) 317, the trademark regedewas the word

‘Ferodo’ and not limited to any specific color. Toaurt therefore held that the
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defendant was not infringing even though the dedaenhdised the colors red,
black and white on the appellant’'s packaging. Towrtcstated that the other
elements were mere beautification, ornamentatiothedlishment, flourishes
or garnishes. However, imobacco (Nig) Ltd v. British American Tobacco
(Nig) Ltd & Anor (2009) 6 NWLR (Pt 1138) 577, the defendants sold
cigarettes with similar gold packs. The court htidt the defendants were
infringing by using the distinctive gold pack sinte plaintiffs had registered

the gold colouring pack of their good in additiortthie name.

2.3.1.2Registration under Part B
A trademark that is not distinctive but capable di$tinguishing can be
registered under Part B of the Register. In thgecthe mark must be capable,
in relation to the goods in respect of which itregjistered or proposed to be
registered, of distinguishing goods with which greprietor or the trade mark
is or may be connected in the course of trade fyjoods in the case of which no
such connection subsists, either generally or, evkiee trade mark is registered
or proposed to be registered subject to limitatiamselation to use within the

extent of the registration (section 10(1) TMA).

In determining whether a trade mark is capableistfrjuishing, regard should
be had to the extent to which the trade mark isenaiftly capable of
distinguishing and by reason of the use of theetrathrk or of any other
circumstances, the trade mark is in fact capabléisiinguishing. Essentially,
under Part B, a mark may be registrable if it ipatde of being distinctive in
the future through prolonged use (section 10(2) TMAthough a proprietor
may have registered a trademark under Part A, dbss not preclude the

proprietor from registering a mark under Part B.

2.3.2 Non-registrable Trademarks
Some marks are not registrable for public policasmns such as consumer
protection, the protection of other business amdpttotection of the general public.

The non-registrable trademarks are discussed below.
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2.3.2.1Deceptive or scandalous marks
The registration of a deceptive or scandalous risapkohibited under the TMA
(Section 11 TMA). A mark is deceptive where it mspable of misleading the
public with regards to the character, quality oigiofsource of the goods to
which it relates. Marks that are contrary to lawnoorality or scandalous are
also prohibited from registration. A scandalous kna one that causes
disaffection or negatively affects the morals af Hociety at a particular time. It
can also refer to a mark that disparages a sett asi@n ethnic or religious
group. A mark that consist of vulgar or profane @pr insinuations would
also not be registrable under this head. For iestaan application to register
the word ‘Hallelujah’ in respect of women’s persbnalothing and
underclothing was held to be offensive to the Qiamsadherents and so not
registrable (seRe Hallelujah Trademarkl976) RPC 605).

2.3.2.2Names of Chemical Substance

No word which is the commonly used and acceptedena any single
chemical element or single chemical compound, ainduished from a
mixture, shall be registered as a trade mark ipaetsof a chemical substance or
preparation (Section 12 (1) TMA). The essence révent monopoly over the
use of names of chemical substances that are ysetembers of the public.
Such words would be considered generic if useeletion to a product which
contains the chemical compound and if it does nmitain the chemical

compound, it would be considered deceptive.

This prohibition does not apply in relation to ardavhich is used to denote
only a brand or make of such an element or compoamdnade by the
proprietor or a registered user of the trade markditinguished from that
element or compound as made by others, and in iasocwith a suitable
name or description open to the public use (Sed®r{2) TMA). Where the
word is used in conjunction with another to indica brand or make of an

element or compound, it could be registrable. AnarBple is M&B
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Paracetamol, Moko Methylated Spirit. 8mithkline Beecham Plc v. Farmex
Limited (1997-2003) 4 IPLR 416, the plaintiff registeréa trademark ‘Milk of
Magnesia’ but sold its products as ‘Phillip’s Mitk Magnesia’. It brought an
action for infringement of its trademark against ttefendant who was selling
its product as ‘Dr Meyer's Milk of Magnesia’. Theowt held that the
expression ‘Milk of Magnesia’ was generic and astific term used freely in
the medicinal and pharmaceutical worked. Hencesinsed the action of the
Plaintiff. It however held that at the time thedemark was registered, the
pharmaceutical industry did not recognize milk cignesia as a generic name
and so an order ordering the removal of the naom the register could not be

given.

This case therefore indicates that it is possilole & trademark to lose its
distinctiveness where it falls into common or géneuse. Trademark
proprietors must therefore be diligent to presahe distinctiveness of their
marks particularly by preventing infringing useslarses that are not associated
with their goods. An example is the expression ‘Gleo which refers
specifically to a company and its products or sEwiincluding its online search
engine. The company has to be careful not to atleevtrademark to become
synonymous with an online search such that whemplpesay ‘google it' they
are referring to actually doing an online searctmelathan using the google

search engine for an online search.

2.3.2.3ldentical and Resembling Trademarks

Identical and resembling trademarks to marks alfeadistered are not to be
registered. Section 13(1) TMA provides that no ératark shall be registered in
respect of any goods or description of goods thadentical with a trade mark
belonging to a different proprietor and alreadytba register in respect of the
same goods or description of goods, or that solyneasembles such a trade
mark as to be likely to deceive or cause confuggee Maduka v.Tropical
Naturals, Ltd (Civil Action No. 17-1835 United States DistriCourt for the
Eastern District of Pennsylvania, decided 10 Sep&r2019))
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The essence of not registering such marks is tteprdhe consuming public
from confusion or likelihood of confusion as to g®urce or origin of the goods
or services. The resemblance of the mark must fibverée considered from the
perspective of the average consumer in the soclétg. court has held that it
should consider the consumers with imperfect rectbtins, the incautious, the
illiterate and those who place orders by the tedeehwho do not necessarily
have the opportunity of a side by side analysisthef two marks Alban
Pharmacy v. Sterling Products Internatior(ab68) All NLR 292).

In determining whether the marks are identical esembling, it is usually
essential to consider both the sight, sound anchimgaof the trademark. For
instance, ‘Casorina’ was held to be similar to ©Gasa’ (Alban Pharmacy v.
Sterling Products International1968) All NLR 292); ‘Bubble Up’ to ‘Seven
Up’ (Bubble Up Int Ltd v. Seven Up L{tO71) 7 UILR 154).

Furthermore, this limitation on registration applie instances where the marks
are related to same goods or goods of the sameigtest It should be noted
that goods of the same description do not necégsagan goods in the same
class according to the NICE Classification of gootlsis is because goods of
the same description may have been classified fiarent classes. It is more
helpful to consider the nature of the goods in eteing whether they are of
the same description or nd®€ Australian Wine Importers L{d889) 41 Ch.D
278). Factors to be considered therefore includentiture and composition of
the goods, their respective uses and the tradenelmathrough which they are
bought or soldRe Jellinek1946) 63 RPC 52).

Nevertheless, in instances of honest concurrent aseother special
circumstances which in the opinion of the Registoar court warrants it,
registration of identical or resembling marks irspect of same goods or
description of goods may be permitted subject whstonditions or limitations
that the court or Registrar may impose (Section2l3[MA). Where the
application for identical or resembling marks isdaeéy two separate persons

the Registrar may refuse to register any of thdimtheir rights have been
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determined or settled by agreement in a manneapgdrby the Registrar or the

court upon an appeal from the Registrar (SectigqB)IBMA).

2.3.2.4 Coat of Arms and other Emblems of Authority

By the provisions of the Act, it is an offence famy person to use the Coat of
Arms of Nigeria or that of a State or any arms ksaly resembling them, in
connection with any trade, business, calling orfgssion, without the
authorisation of the appropriate authority (Secti62(1) TMA). Such
unauthorized use would be deemed to be calculatetbdeive the public that
the trademark applicant has the authority of thesident or Governor to so use
the Arms. The use of any device, emblem or titl@amy manner calculated to
lead to the belief that the trademark applicarngployed by or supplies goods
to the President or the Governor of a State inoffisial capacity is also an
offence under the Act. The offender is both instsnés liable on summary
conviction to a fine. Spuriously, the Act in sulisat (2) stipulates that this
does not affect the rights of the trademark prapriezho shall continue to use
the trademark. This provision is therefore abswpkeially when one considers
that the fine imposed is a maximum of forty nairdyowhich is a ridiculous
amount in the Nigeria of today. Rather, such apfittms for registration ought
to be rejected and where it was already in the fegprior to the Act, such

marks should be struck out.

The Trademark Regulation on its part outrightlybids the registration of a
mark with the Arms of Nigeria or a State or a clgseesembling mark,

representations of the National Flag or marks dnimg the words ‘President’
or ‘Governor’ where such will mislead the publiattihe trademark applicant
has the authority of the government, works for government or supplies
goods to the President or the Governor (Regulat®&ynTM Regulations). Also,

arms of a city, insignia of chivalry decorationsaiher flags of a state, city,
town or place may not be used in a trademark exitepbfficial or authority

entitled to give consent has so given such congBegulation 19, TM

Regulations).
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2.3.2.5Marks Prohibited under the Trademark Regulations
By the provisions of Regulation 17 of the TM Regola, certain marks may be
refused by the Registrar. These includes words sashpatent’, ‘patented’,
‘registered’, ‘registered design’, ‘copyright’, ‘toounterfeit this is forgery or
similar words. The Red Cross, Geneva cross or septations of the Geneva and
other crosses in red or the Swiss federal crosgite on a red background or in
silver on a red background or other such similgresentations. An applicant
who seeks to use the symbol of a cross may be asiethe Registrar to
undertake not to use same in the red color or mdr®n a white or silver

background.

It should be noted that once a mark infringes drt@eprovisions of the TMA, it
cannot be accepted for registration even if it clespwith some other
requirements for registration. Allied Trading Co. Ltd. v. Paterson Zochonis and
Co. Ltd (1967) N.C.L.R. 402., the court held that it abulot have been the
intention of Parliament “to allow what is permidsitand what is not permissible

to run side by side.”

2.3.3 Procedure for Registration of Trademarks

A person proposing to apply for the registration eotrademark may, if he so
chooses, first apply to the Registrar for prelimynadvice on the distinctiveness of
the mark (Section 17, TMA). This is a preliminagasch in the Trademark Registry
whether there are any similar or identical marksrespect of same goods or
description of goods in the Register. Where theaase from the Registrar is in the
affirmative, and upon application for registratidre trademark is refused on the
ground of lack of distinctiveness or capacity tstidiguish, the applicant shall be
entitled to the repayment of the fees paid uporngiwnotice of withdrawal of the

application. This is because the applicant hadgeded to apply for the registration
of the trademark based on the positive feedbackived from the Registrar. It

should be noted that the preliminary advice onmlitiveness is not compulsory. An
applicant can go ahead to apply for the regismabibthe trademark although at the

risk of it being rejected for lack of distinctivesgeshould the registrar find it so.
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An applicant for the registration of a trademarlalslapply to the Registrar for
registration either in Part A or B in the prescdb®rm and the prescribed fees
(Section 18, TMA). Other accompanying documentsduihe the power of attorney
or authorization where application is made by aanégfull names, nationality and
addresses of the applicant, and where the applisaatforeigner, an address for
service in Nigeria is needed. A description andcspen of the trademark is
required in a stable and durable format. A lisalbbthe goods or services or classes
of goods or services to which the trademark is ud®l also be attached. Where
any part of the mark is in a foreign language,aagfation of non-English words is
required. Where the applicant is claiming foreigiofity, the applicant must attach
the date of filing of the earlier foreign prioridocument, name of the applicant,
name of the country in which the priority documenats filed and a certified copy of
the earlier application should also be furnishesl Tnademarks Registry. It must be
noted that the priority period for trademarks s sionths; hence, the application in

Nigeria must be made within six months of filingtire priority country.

Upon receipt of the application, an acknowledgnietier will normally be issued
by the Registry. After an initial examination foogsible issues, the Registrar may
refuse the application, or may accept it absoluéelpubject to such amendments,
modifications, conditions or limitations, if anys e may think right (Section 18 (2),
TMA). Where an application is made in respect oft Pa the Registrar may, if the
applicant is willing, instead of refusing the apption, treat it as an application for
registration in Part B and deal with the applicatiaccordingly (Section 18 (3),
TMA). In the case of a refusal or conditional adeepe, the Registrar shall, if
required by the applicant, state in writing the urds of his decision and the
materials used by him in arriving at the decisidbhe decision of the Registrar may

be appealed to the court (Federal High Court).

Upon receipt of the application for registrationhether absolutely or subject to
conditions or limitations, the Registrar shall,sa®n as possible, cause notice of the
application as accepted to be published in thenkduand the notice shall set out all
conditions and limited subject to which the appl@ma has been accepted (Section
19, TMA).
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The Act provides for the possibility of opposititm the registration of a trademark
under section 20. Any person may, within two monti@m the date of the
publication of the notice of the application of mdemark, give notice to the
Registrar of opposition to the registration. Théigeshall be given in writing in the

prescribed manner, and shall include a statemetieagrounds of opposition.

Upon receipt of the opposition, the Registrar skalid a copy of the notice to the
applicant; and within one month after the date dwctvthe copy is received by the
applicant, the applicant shall send to the Regisimathe prescribed manner a
counter-statement of the grounds on which he rétesis application and, if he

does not do so, shall be treated as having abadduseapplication. The Registrar
shall then furnish a copy of the counter-statementhe persons giving notice of
opposition, and shall, after hearing the partiesoirequired, and considering the
evidence, decide whether, and subject to what tondi or limitations, if any,

registration is to be permitted. If any of the pwtis not satisfied with the decision

of the court after an opposition hearing, the disad party can appeal to the court.

Nabisco Inc. v. Allied Biscuits Co L{d997 -2003) 4 IPLR 199 illustrates the
opposition procedure in Nigeria and the discretigmmowers of the Registrar in the
proceedings. In this case, the respondent had teegis the trademark ‘Ritz &
Device’ at the Registry. Subsequently, the appelfdad an application for the
trademark ‘Ritz’ to be registered in the same classthe previously registered
trademark. Due to the error of the Registry, therl&rademark was also accepted
and published in the Trademark Journal. The respuaintherefore opposed the
registration of the trademark. While Nabisco filed counter-statement Allied
Biscuits failed to file adduce evidence via a dtaty declaration as required under
Regulation 51 of the TM Rules. The effect of thssthat the person opposing is
deemed to have abandoned the opposition unlesfKelestrar otherwise directs
(Regulation 52, TM Rules). The Registrar subsedyenttended the time within
which the evidence may be given in exercise ofdmssretion and fixed a hearing
date. The Registrar finally refused to register iNets trademark on the ground
that the letter of error earlier issued was in errdhe parties appealed up to the
Supreme Court where the court held that the Registightly exercised his

discretion under the Regulation 52 and had not mecdunctus officio simply
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because of the failure to file the statutory deatian within the stipulated time. This
case therefore revealed the need to fully digéatiee Nigerian Trademark Registry

in order to avoid such oversights.

When an application for registration of a trade kniar Part A or in Part B of the
register has been accepted, and either the appiicaas not been opposed and the
time for notice of opposition has expired; or timplacation has been opposed and
the opposition has been decided in favour of thiegnt, the Registrar shall, unless
the application has been accepted in error, rediseetrade mark in Part A or Part
B, as the case may be (Section 22, TMA). A cestfcof registration is issued in

evidence of this.

The date of filing of the trademark is taken as #ifective date on which its
protections commences and that date shall be takdre the date of registration.
Upon registration, the Registrar issues to theiegppt a certificate of registration in

the prescribed form sealed with the seal of theisteg.

2.3.4 Registration and Association of Trademarks
In order to avoid confusion or deception and easi@anagement of trademarks, the
Act allows the registration of certain marks asoagged trademarks. Where a trade
mark that is registered, or is the subject of plieation for registration, in respect
of any goods is identical with another trade méekt is registered, or is the subject
of an application for registration, in the namelaf same proprietor in respect of the
same goods or description of goods, or so neadgméles it as to be likely to
deceive or cause confusion if used by a persorr tithe the proprietor, the Register
may at any time require that the trademarks shallehtered on the register as
associated trademarks (Section 27(1) TMA).

Also, where the proprietor of a trade mark claim®eé entitled to the exclusive use
of any part of the mark separately, he may appletpster the whole and any such
part as separate trademarks (section 24, TMA). B&acduch separate trade mark
must satisfy all the conditions of an independeate mark and shall have all the

incidents of an independent trade mark. Where @detraark and any part or parts

112



thereof are registered as separate trade marksimame of the same proprietor,

they shall be deemed to be, and shall be registesedsociated trademarks.

Resembling trademarks can also be registered edes sinder section 25 of TMA.

A proprietor of several trademarks, in respecthef $ame goods or description of
goods, which, while resembling each other in theen particulars, yet differ in
respect of statements of the goods in relationh@hvthey are respectively used or
proposed to be used; or statements of number,, gricaity or names of places; or
other matter of a non-distinctive character whiaes not substantially affect the
identity of the trade mark; or colour, seeks tagty those trademarks, they may be
registered as a series in one registration. Atléraarks that are registered as a series
in one registration shall be deemed to be, and &®aregistered as, associated

trademarks.

The effect of registration of associated trademarkiseating multiple trademarks as
associated trademarks is that associated traderagkassignable and transmissible
only as a whole, and not separately, but shallafbother purposes be deemed to
have been registered as separate trademarks (se&28io TMA). However, the
Registrar has the power to dissolve associate@nnacks upon an application made
in the prescribed manner by the trademark proprigtbe is satisfied that there
would be no likelihood of deception or confusiorinigecaused if that trade mark
were used by another person in relation to any@fgoods in respect of which it is
registered, and may amend the register accord{sglstion 27(2) TMA). The effect
of dissolving the associated marks would be thasttparated mark can be assigned

or transmitted independently and separately framerst

2.3.5 Communal trademarks (collective and certification narks)
Communal marks refer to marks that can be used ¢mpap of people or entities
unlike the conventional trademark which is ownedabgingle person or entity.
Communal marks can usually be used by members grioap of producers or
marketers who have fulfilled a particular standgythcedure or whose goods or
services has a particular characteristic. Theseksntrerefore serve as a tool for

standardization, marketing and identification.
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Communal marks include certification marks, colleetmarks and geographical
indication. Of these three, only certification msrére specifically provided for
under the TMA. A certification mark is usually oethby a certifying authority and
used to endorse goods that have met certain digout@quirements. It is defined
under the Act as “a mark adapted in relation to @myds to distinguish in the course
of trade goods certified by any person in respdcor@in, material, method of
manufacture, quality, accuracy or other charadterifom goods not so certified
shall be registrable as a certification trade miarfRart A or the register in respect of
those goods in the name, as proprietor theredhaifperson: Provided that a mark
shall not be so registrable in the name of a pengoncarries on a trade in goods of
the kind certified.”

From the definition above, a certification mark rios used in the course of trade.
Also, its role is to distinguish goods certified &\certifying authority in respect of
fulfilling criteria such as origin material, meth@d manufacture, quality, accuracy
of such similar characteristics from goods thatred have such characteristics.
Examples of certification marks are the mark of ®k&ndard Organisation of
Nigeria (SON) indicating the quality of a produd eertified by SON. Another

example is the certification of a toothpaste bydhatal association.

A collective mark is a trademark used to distingug®ods of a particular origin or
common characteristics of different enterprisesciwhise the sign under the control
of an umbrella body. All members of the collectweuld be entitled to use the
collective mark after satisfying any necessary @k stipulated by the collective.
An example is a mark registered for the use obagor association of producers or

traders.

The third category of communal mark which is notvered by the TMA is
geographical indications. This refers to geogreghnames, marks, signs, devices
or designations that are used to indicate the @@dgral origin of goods.
Additionally, it is required that some quality, teption, or other characteristics of
the good be derived from the geographical originomation of the good. Such

peculiar characteristics of the goods could be assalt of environmental factors
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such as the climate, soil, water of the geograploidgin that is responsible for the
taste, colour, aroma, size or other features optbeuct. It could also be due to the
human factors or inherited traditional practicepaocess of production which has
made the product acquire its reputation. Geographidications are therefore a
veritable tool for promoting agricultural producen@ng others. Oyewunmi gave
some examples of products that from such in Nigerianclude ljebu garri, Benue

and Abuja yam, Adire from Abeokuta among others.

SELF-ASSESSMENT EXERCISE (SAE) 12

1. What is the difference between marks required to
be registered under Parts A and B of the Register
2. discuss the non-registrable marks under the TMA

NJ

2.4 Summary
Before a mark can be registered, it must be disé@mr capable of distinguishing the
goods or services of one undertaken from that ofthten. To ensure tidiness in the
Register, it is suggested that Nigeria should abdine division of the Register into two
parts. Also, the Act should be modified to includervices in the definition of
trademarks. Considering its booming agriculturatee Nigeria can amend the TMA to
include protection of geographical indications whican be used to harness more

potentials in the sector
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MODULE 3 TRADEMARKS

Unit 3: Subsistence of Trademarks

3.1 Introduction

3.2 Learning Outcomes

3.3 Subsistence of Trademarks
3.3.1 Rights Granted
3.3.2 Exceptions to Rights Granted

3.3.3 Duration and Renewal of Registration
3.3.4 Effect of Non-Use

3.3.5 Extended Trademark Rights

3.3.6 Redctification of Trademarks Register

3.4 Summary

3.5 References/Further Reading/Web Sources

3.1 Introduction

By registering a valid trademark, the Act confersnmpoly rights on the trademark

owner or proprietor in respect of the trademarkslike other intellectual property rights

that is for a limited period of time, trademarks1dast for a very long indeterminate

period as long as the proprietor renews the tradenTis Unit will therefore examine

various concepts that border on the subsistenteedfademarks after its grant.

3.2 Intended Learning Outcomes

At the end of this study, you should be able to:

1.

o

The duration of trademarks

2. The rights conferred on the trademark holder
3.
4. Understand the concept of comparative advertisemeditdefensive registration

The effect of not using trademarks after its regtgin
of trademarks

Know the procedure for the rectification of tradeknaegister

Examine extended trademark rights.
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3.3 Subsistence of Trademarks
3.3.1 Rights Granted

The valid registration of a person as a propriefa trademark under either Part A or
B of the Register confers on the proprietor thelwestge right to use the mark in
relation to the goods or services specified (sasti® and 6 TMA). This right to use
includes the right to exercise proprietary righisrothe trademark such as the grant of
licences and assignment of the trademark. It ugwdfio 3extends to the right to
prevent any other person from selling goods to tiie trademark is affixed unless
such a person received the goods from the autlbrirannel of the trademark
proprietor. Flowing from this, a trademark propsietan stop the import or export of
goods to which his trademark is affixed without &ighority.

3.3.2 Exceptions to Rights Granted

In certain instances, the proprietor of a registearademark cannot prevent the honest
concurrent use of his mark by others who had ar pmierest in the mark before the
trademark registration. A trademark owner canestrain or interfere in the use of
an identical trademark by any person who has bsergwsuch a mark or use by his
predecessor in title in relation to identical goodslass of goods where such use by
the third party was prior to the date of the useegistration of the trademark by the
proprietor (Section 7, TMA). It is in furtherancef this that in such special
circumstance, the Registrar may register identcaésembling trademarks for honest

concurrent use (section 13(2) TMA).

Furthermore, the registration of a trade mark shatllinterfere with anpona fideuse

by a person of his own name or the name of hiseptddusiness, or of the name, or
the name of the place of business, of any of hesi@ressors in business (section
8(1)(a) TMA). The fact that a trademark owner résgisd his name as a trademark for
instance does not prevent others bearing the same from doing business in their
own names as well. In the same vein, trademarksidb not extend to the use by any
person of anyona fidedescription of the character or quality of his gsdsection
8(1)(b) TMA). It is for this reason that words thee descriptive of the quality or

other features of the goods or services in questiemot registrable as trademarks.
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3.3.3 Duration and renewal of registration

As stated in the introduction, a trademark cougl far an indefinite period of time.
Initially, the registration of a trademark lasts #operiod of seven years and it can be
renewed subsequently (section 23, TMA). Each rehéasts for fourteen years. The
trademark proprietor is required to renew the tegi®n within 3 months of the
expiration of the trademarks (Rule 66, Trademarle&u Even where the proprietor
fails to do so, at the prescribed time before tti@ration of the last registration of a
trademark, the Registrar shall send notice in ttesgribed manner to the registered
proprietor of the date of expiration and the condd& as to payment of fees and
otherwise upon which a renewal of registration rbayobtained. (section 23 (3),
TMA). Where the renewal is not done at the expwatof the stipulated time
prescribed, the Registrar may remove the traderfnank the register, subject to such
conditions, if any, as to its restoration to thgister as may be prescribed. Where a
trademark has been removed from the register forpayment of the renewal feel, it
shall, nevertheless, for the purpose of any apiicafor the registration of a trade
mark during one year after the date of the remd®ldeemed to be a trade mark that
is already on the register. This protection foremoved mark will however be
foregone if the court is satisfied that eitheréhbas been no bona fide trade use of
the trademark that has been removed during theyeasos immediately preceding its
removal or no deception or confusion would bellik® arise from the use of the
trade mark that is the subject of the application registration by reason of any
previous use of the trade mark that has been remdivenust however be stated that
in practice, the Registrar hardly removes a tragknfram the Register for non-
renewal within a short period of time and the Regiss more liberal in permitting

extension of time for renewal and also restoratba renewed mark.

3.3.4 Effect of Non-Use
A trademark at registration stage could be oneadiren use or proposed to be used.
Where a mark is proposed to be used, it is es$ehtiithe proprietor actually uses
the mark. Where a mark is not used for a long pleabtime, this is a justifiable
reason to remove the mark from the Trademark Regist order to allow other
members of the public who may be interested ingutfie mark or a similar mark to

use same. The application to take off a registéate mark from the register may be
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made by any person concerned to the court or abptien of the applicant to the
Registrar (section 31(1) TMA).

The grounds of non-use entails that the tradema% registered without aryona
fide intention that it should be used and in fact thHeas been nbona fideuse of the
trade mark in relation to those goods up to one tmdrefore the date of the
application or that there was bona fideuse of the trademark for a continuous period
of five years or longer up to one month before date of the application. For
example, a mark was stuck from the register for-nem for seventeen yeardohn
Batt & Co v. Dunnet & Ano(1899) AC 428). Where there is an intermittent ake
the mark between a long period of time, such initemt use must be don bona fide
and not merely as a means of stopping an applicédiothe striking out of the mark.
If it is the latter, the court or Registrar maylsirike out the trademarkPfocter &
Gamble Ltd v. Global Soap & Detergent Industri#8989) FHCLR 357).

However, an applicant cannot rely on non-use whieeenon-use of a trade mark is
shown to have been due to special circumstancé®itrade and not to any intention
not to use or to abandon the trade mark. Speadialimistances here refer to factors
outside the control of the trademark proprietorclbapplies to that trade generally or
not due to the fault of the proprietor. An examsegovernment policies banning
importation Manus A/B v. R.J Fullwood & Bland Lt1948) 65 RPC 329) or

regulatory policies or approvals which may takegldration to obtain.

3.3.5 Extended Trademarks Rights
There are instances where trademark rights mayie@@ded to cover other areas not
traditional concept of likelihood of confusion. Ehisection shall discuss such

instances.

3.3.5.1 Concept of defensive registration
The general rule for the protection of trademaskghat the proprietor can exclude
the use of the trademark or any other similar nwéthk respect to the specific goods
or class or description of goods for which the éradrk was registered (Sections 4,5
and 6 TMA). For instance, if the mark XYZ was reégied for soap, it should

prevent the use of the mark on soaps, detergedtster cleaning agents. The test
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for the infringement of the trademark is therefdependent on the likelihood of
confusion by the consumer which requires evidericsirpilarity in the marks as

well as similarity in the goods or services for gfhthe mark was registered.

However, there has been an additional recogniticthe@need to protect trademarks
where they are used in dissimilar products or sesvin order to avoid the dilution
or reduction of the distinctiveness of the mark.isTldditional protection is
particularly with regards to well known or famousuks. Dilution occurs where a
famous mark is used on good or services that dfereit or unrelated to the
trademark proprietor’s goods or service. The essénto prevent such wide use of
the mark from reducing consumer’s strong associatibthe trademark with the
trademark proprietor's goods or services therebyceing its strength or value as an
identifier of the trademark proprietor’'s goods ouces or lessening its source or

origin function.

Well known marks are protected under Articleigof the Paris Convention and
Article 16(3) of the TRIPS Agreement. The Nigerienademarks Act allows for the
protection of well-known marks through what is redel to as defensive registration
under section 32 of the TMA. It therefore permitsr@alemark proprietor to do a
defensive registration of a mark even though tliem® use or proposed use of the
mark in respect of those other goods or descriptibrgoods for which it was
defensively registered. Such trademarks are stgailanot to contradict the
provisions on non-use under section 31 and canadtriock out of the register on

the basis of non-use.

The first requirement stipulated for a defensivgigteation under section 32 is that
the mark should consist of an invented word or med words. This also reiterates
the argument that invented words seem to occuplgitifeest level of distinctiveness
under the Act. The second criterion is that theknséwould have been used in respect
of any goods in respect of which it is registertan{liar goods). This means that the
mark must have been used to qualify for a defensegistration. Where the
applicant is still proposing to use the mark, sachapplicant cannot qualify for
defensive registration since the essence is teegratell known marks. The Act

does not provide a yard stick for determining wketh mark is well known or not,
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but the opinion of the consuming public should &ket into consideration. In the
United States, factors that are considered inclbdeluration, extent and geographic
reach of advertising and publicity of the mark, #mount, volume and geographic
extent of sales of goods or services offered utfiemark and the extent of actual
recognition of the mark (15 USC, section 1125(3(KD.

The third requirement is that the notoriety of thark is such that it would be likely
to be taken as indicating a connection in the adofdrade between the goods of the
third party and a person entitled to use the traknmn relation to the familiar
goods. Once these three requirements are fulfileidademark proprietor of a well-
known mark may apply in the prescribed manner fername to be registered in

respect of those other goods as a defensive tralema

The defensive trademark as well as the tradematkeofamiliar goods would be
deemed to be associated trademarks under the AxtigS 32(3) TMA). The
defensive registration of a trademark may howewecdnceled upon application to
the court or Registrar on the ground that the mequents for its registration are no
longer satisfied in respect of any goods in resmdctvhich the trademark is
registered in the name of the same proprietor wilerthan as a defensive trade
mark. It can also be cancelled on the ground thettetis no longer any likelihood
that the use of the trademark in relation to thgpseds would be taken as giving the
indication that the third party’'s goods are linkedthe proprietor of the well-known
mark. In addition, the Registrar may at any timenced the registration as a
defensive trademark where there is no longer agistration in the name of the

same proprietor otherwise than as a defensivertrade

3.3.5.2 Comparative advertisement under the TMA

Comparative advertisement refers to direct or extirreference to the name,
attributes, price, quality and other features addgpand services of a competitor in
the process of advertising one’s goods or servidé® essence is usually to
convince the consumer that one’s goods are bettéraa a result to persuade the
consumer to choose one’s goods or services. Whetlhmeparative advertisement is
permitted depends on whether a trademark is regiéstander Part A or B of the

registry.
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The Act does not permit comparative advertiseméntaolemarks registered under
Part A. Section 5(2) provides that “... that right be deemed to be infringed by
any person who, not being the proprietor of theldranark or a registered user
thereof, using it by way of the permitted use, usasark identical with it or so
nearly resembling it as to be likely to deceivecause confusion, in the course of
trade, in relation to any goods in respect of wiiigh registered, and in such manner
as to render the use of the mark likely to be takidrer -
a) as being use as a trademark; or
b) in a case in which the use is use upon the goodsrysical relation thereto
or in an advertising circular or other advertisemissued to the public, as
importing a reference to some person having th# egher as proprietor or as
registered user to use the trademark or to goottswihich such a person as
aforesaid is connected in the course of trade.”
Comparative advertisement will qualify as use ia tdourse of trade under section
5(2)(b) and a trademark proprietor can use thgréwent comparative advertisement
(seeBismag Ltd v. Amblins (Chemists) I(i®40) Ch 667).

With regards to trademarks registered under PadeBtion 6(2) provides that ‘In

any action for infringement of the right to the usfea trade mark given by such
registration as aforesaid in part B of the regjgterinjunction or other relief shall be
granted to of the register, no injunction or ottedief shall be granted to the plaintiff

if the defendant establishes to the satisfactiothefcourt that the use of which the
plaintiff complains is not likely to deceive or ca@uconfusion or to lead to the belief
in a connection in the course of trade betweengtims and some person entitled
either as proprietor or as a registered user tothesérade mark.” This means that
where a competitor can establish that the use efntlark is not likely to cause

confusion or lead to a belief of a connection betwthe competitor’'s goods and the

trademark proprietor, then comparative advertisensgoermitted.

Some authors have contended that comparative @&bradnts should be allowed
under the Act since there are other laws that cpuddect the trademark proprietor
particularly where the comparative advertisemeningue. Such laws include the

Trade Malpractices Act, consumer protection lawsain competition laws. Other
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advocates for comparative advertisement have donéased on the access of
consumers to information that can aid them in mgkinoices particularly where the

comparative advertisement is true.

3.3.6 Rectification of Trademarks Register

The TMA makes provision for the rectification oktRegister on the application of a
concerned person or the Registrar. Any concernesbpeoncerned who alleges that
any entry has not been inserted in, or has beetiauhirom, the register or any entry
has been made in the register without sufficieniseaor any entry wrongly remains
on the register or any error or defect exists ip amtry on the register, may apply in
the prescribed manner to the court or, to the Regjsand the tribunal may make
such order for making, expunging or varying thernerds the tribunal thinks fit

(section 38(1) TMA). Rectification of the regista@lso includes removing a
registration in Part A of the register to Part B.can also entail striking out a

trademark from the register on the grounds of nes-u

If there is a pending action in the court, the aapion must be made to the court, but
in any other case the application is made to trggdR@r who may at any stage of the
proceedings, refer the application to the courthe@may, after hearing the parties,
determine the question between them, subject t@api the court (section 56,
TMA). In case of fraud in the registration, assigmmnor transmission of a registered
trade mark, the Registrar may himself apply to ¢bart for the rectification of the
register (Section 38(3) TMA).

Where the court grants an order for the rectif@anf the register, it shall direct that
notice of the rectification to be served in thesgrdbed manner on the Registrar, and

the Registrar shall on receipt of the notice rgdtie register accordingly.

SELF-ASSESSMENT EXERCISE (SAE) 13
1. What is the duration of trademark and the efééeton-use
of a trademark?
2. Beyond the traditional rights granted to a traddarowner
under sections 5 and 6 of the TMA, how can tradé&mar

rights be extended to cover some other scope uthgef
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3.4 Summary

3.5

Trademark rights can last for an indefinite peraddime subject to renewal. Even where
the renewal period has expired, the proprietorstélirenew subject to the fulfilment of
certain requirements. The trademark registry mayrdaified on various grounds
including the striking out of a mark for non-usa. dddition, trademark rights can be
extended through defensive registration of markkaso the prevention of comparative

advertisement.
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MODULE 3 TRADEMARKS

Unit 4: Exploitation of Trademarks

4.1Introduction

4.2 earning Outcomes

4.3 Exploitation of Trademarks
4.3.1 Permitted Use or Licensing of Trademarks
4.3.2 Assignment of trademarks
4.3.3 Franchises

4.4 Summary

4.5 References/Further Reading/Web Sources

4.1 Introduction
Trademarks, like other proprietary rights, can éaséd or licensed and also sold or
assigned. This enables the trademark owner to coomtise the mark in various ways
in addition to using it on goods and services. Tt shall examine the exploitation
of trademarks through licences and assignmenthdil slso consider the concept of

franchising

4.2 Intended Learning Outcomes
At the end of this study, you should be able to:
1. Understand the exploitation of trademarks througgmices and assignments

2. Know what franchises are

4.3 Exploitation of Trademarks
4.3.1 Permitted Use or Licencing of Trademarks

The TMA does not provide for the expression ‘licenbut it allows permitted
use. Permitted use in this case is considered rastective of licences in that the
trademark owner is expected to exercise controt ¢ive quality of goods and
services to which the trademark is affixed in tlesec of permitted uses. The
permitted use is also required to be registered thié Registrar. The essence is
to ensure that even if two or more persons aregusia trademark, there would

be only one source of controlling the quality arfieve a member of the public is
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interested in finding out who bore the ultimatepassibility for the quality of the
goods, he or she would be able to so by inspedtiagrelevant entries of the
register (sedc Gregor Trademark1979) RPC 36).

Sections 33 and 34 of the TMA govern the permittes of a registered
trademark. A licensee or someone who has a pednitie of a trademark may be
registered as a registered user of a mark in regged! or any of the goods in
respect of which it is registered and either with without conditions or
restrictions. Where the registration is subjecarty conditions or restrictions, the
permitted use does not include any use which dagscamply with those

conditions or restrictions.

Since the permitted use of the mark is still subjecquality control by the
trademark proprietor and in order to preserve thace or origin function of a
trademark, the Act stipulates that the permitted ok a trade mark shall be
deemed to be use by the proprietor and not to bebys person other than the
proprietor (section 33(3) TMA). This indicates thde intention is that the
trademark proprietor shall still be ultimately lialdo the consumer. In the same
vein, a registered user of a trade mark shall bdexhto call upon the proprietor
to take infringement proceedings against third ipsursubject to the agreement
between the parties (section 33(4) TMA). Where titeprietor refuses or
neglects to institute the action within two mon#iter being so called upon, the
registered user may institute proceedings forngiment in his own name as if
he were the proprietor and making the proprietdetendant. However, such a
proprietor so added as defendant shall not bedlidylany costs unless he enters

an appearance and takes part in the proceedings.

A permitted use of a trademark does not give tlggstered user the right or
power to grant sub-licences or permitted uses tal tharties (section 33(5)
TMA). The registered user therefore has no righpower to assign or transfer
the right to use the mark to third parties; it igexsonal right exercisable only by

the registered user.
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In addition to the above, the Act provides othapudaitions to govern the
relationship between the trademark proprietor ane tegistered user. The
trademark proprietor and the proposed registered ar® to apply in writing to
the Registrar in the prescribed manner and shatlish him with a statutory
declaration made by the proprietor, or by somegreethorised to act on his
behalf and approved by the Registrar (Section 3F#MA). The application for
the registration of the permitted use is requiredgive certain details. Such
details include particulars of the relationshipise®rg or proposed, between the
proprietor and the proposed registered user, imudugarticulars showing the
degree of control by the proprietor over the petedituse which their relationship
will confer and whether it is a term of their rébauship that the proposed
registered user shall be the sole registered ustrab there shall be any other
restriction as to persons for whose registratioregsstered users application may
be made. This essentially means that the applicatiost stipulate the degree or
manner of quality control to be exercised by theppietor on the registered user
and whether the permitted use is an exclusive arexclusive one. The goods in
respect of which registration is propose; and, aowyditions or restrictions
proposed with respect of the characteristics ofgiheds, to the mode or place of
permitted use, or to any other matter must alssthted. The particulars also
include the duration of the use whether it is tddrea period or without limit of
period, and, if for a period, the duration theréldie Registrar shall be furnished
with such further documents, information or evide@s may be required under

the Regulations or by the Registrar.

After the Registrar has considered the informagiwen and he is satisfied that in
all the circumstances the use of the trade marklation to the proposed goods
or any of them by the proposed registered userjesulbo any conditions or
restrictions which the Registrar thinks proper, ldawt be contrary to the public
interest, the Registrar may register the proposeistered user as a registered
user in respect of the goods as to which he isasisfied. The Registrar shall
refuse an application if it appears to him that ¢nent thereof would tend to

facilitate trafficking in a trademark.
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At any time, the registration may be varied or edfled by the Registrar as a
registered user may be varied by the Registrarestaio grounds as stipulated in
section 34(5) TMA such as where the registered bas used the trade mark
otherwise than by way of the permitted use, owuichsa way as to cause, or to be
likely to cause, deception or confusion, or whére proprietor or the registered
user misrepresented, or failed to disclose, sowteniaterial to the application for
the registration, or that the circumstances haveenadly changed since he date
of the registration. Also, where the trademark © longer registered, the
Registrar can cancel the registration. Any decisibthe Registrar in this regard

shall be subject to appeal to the court.

Once validly registered, the registered user hasripht to use the mark as
stipulated in the agreement and this right canrifereed in court. IrReckitt &
Colman Ltd v. Gongoni Co. Ltd & 2 O($997-2003) 4 IPLR 280, the respondent
was the registered user in Nigeria with the righfdrmulate, manufacture and
distribute an insecticide powder under the mark FRif'. The respondent’s right
was registered with the Trademark Registry andNhgonal Agency for Food
and Drug Administration (NAFDAC). Reckitt and Colam(U.K) Plc acquired
the rights of the trademark proprietor worldwidelirding its responsibilities to
the registered user. The Appellant being an associithe UK company in
Nigeria sought to register the same Pif Paf prosutitt the Trademark Registrar
and NAFDAC. The court granted an injunction restirsg the appellant on the
ground that the respondent had a valid licenceraadufacturing contract with

the UK company.

4.3.2 Assignment of Trademarks
A trademark proprietor has the right to assign tadsmit the trademark to third
parties and give effectual receipts for any consitien given for the assignment
subject to any rights appearing from the regisidoe vested in any other person
(section 29, TMA). Such rights appearing in theiseg includes for instance the
right of a registered permitted us&eckitt & Colman Ltd v. Gongoni Co. Ltd &
2 Ors(1997-2003) 4 IPLR 280).
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At common law, assignment of a trademark was affeainly if it was assigned
together with the goodwill of the business. Thiswacause a trademark is useful
for distinguishing the products and services of bmsiness undertaking from
those of another undertaking. Members of the pubécefore used trademarks to
indicate the source or origin of goods and servidesallow the assignment of

trademarks without the business goodwill would ks essential link.

However, under the TMA, a registered trade is asd@e and transmissible either
in connection with the goodwill of a business ot (gection 26(1) TMA). The
allowance of assignment of trademark without thesiftmess goodwill is
necessitated by exigencies such as where a trakeomarer of many marks
wants to assign one of them to a distributor (whéca wholly owned subsidiary)
or where the proprietor wants to assign a marksteged for a product which it
has never used. Also, the likelihood of confusiorsuch instances is not likely.
However, in order to protect members of the publitiere a trademark is
assigned without the goodwill, an advertisementthie form and manner
prescribed by the Registrar is required in ordardtfy the public about this fact
(section 26(4),(5) TMA).

Furthermore, a registered trademark can be assignegspect either of all the
goods in respect of which it is registered, or weggstered, as the case may be, or
of some (but not all) of those goods (section 26[R)A). An unregistered
trademark may also be assigned if it is assigneddeasame time and to the same
person as the assignment of the registered markitaredused in the same

business as the registered business (section 2Z6(8).

An assignment or transmission of a trademark igired to be registered with the
Registrar. The person entitled shall make an apidio to the Registrar to
register his title, and the registrar shall, oreiptof the application and on proof
of title to his satisfaction, register him as theopgrietor of the trademark in
respect of the goods in respect of which the asségm or transmission has effect,
and shall cause particulars of the assignmentaostnission to be entered on the
register (section 30(1)TMA).
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4.3.3 Franchises
A franchise entails a permitted use of a tradenaxét much more in that a
franchise agreement entails a replication of theifmss and operations of the
franchisor in such a way that the franchisee’sess would be essentially the
same as that of the franchisor. A franchise theeetmntemplates the use of a
broad range of intellectual property rights such fasnulas and knowhow
(patents and trade secrets); design and get upeobusiness and its products;

trademarks; adverts, written and artistic express{@opyright) among others.

In the absence of a single law regulating franchise plethora of laws are
applicable to a franchise relationship which inésgbatent, designs, trademarks,
copyright and other intellectual property laws; laf\contract; law of commercial
transactions; company law and other specific laegulating the industry in
which the franchise is operating. A franchise agrest which sets out the terms
and conditions of the relationship entails matteiating to the duration, renewal
and rights and obligations of the parties. In otdamaintain the same standard of
operations, the franchisor should have an obligatio continue to provide
training and necessary technical assistance térdnehisee and exercise quality
control over the products and services of the hég®e. The franchisee must also
comply with all standards and directives on teridto restrictions and the

protection of intellectual property rights.

Where intellectual property rights are involvede financhisee must register the
licence, which must be in writing, at the approf&iegegistry. The agreement must
also be duly registered at the National Office T@chnology Acquisition and
Protection (NOTAP).

Franchises are advantageous because it usuallylsetahnology transfer
particularly from expatriate businesses into Nigerit provides employment
opportunities and helps to boost the businesseolatal franchisee who relies on
the existing goodwill, expertise and customer ba$ethe franchisor. The

franchisee spends less on advertisement and otiéarsexpenses.

SELF-ASSESSMENT EXERCISE (SAE) 13
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4.4 Summary

In this unit, we have discussed the various modesxamination of exploiting through

licences and assignments. Franchises were alsasdist

4.5 References/Further Reading
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bookshop Ltd, 2015)
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198-203
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MODULE 3 TRADEMARKS
Unit 5: Infringement of Trademarks

5.1Introduction
5.2 Learning Outcomes
5.3Main Contents
3.1Infringement of Trademarks
3.2Remedies for Infringement
3.3Criminal Actions for Trademarks Infringement
3.4Defences to Infringement Actions
5.4 Summary

5.5 References/Further Reading/Web Sources

5.1Introduction
This unit shall discuss what amounts to infringetmeh trademark rights and the

remedies available for such infringement.

5.2Intended Learning Outcomes
At the end of this study, you should be able to:
1. know actions that amount to infringement of traddaaghts
2. understand the available remedies for trademaringément

3. know the defences to an infringement action.

5.3Infringement of Trademarks
5.3.1 Infringement of Trademarks
The registration of a trademark confers exclusights to use the mark on the
registered proprietor in relation to the goods envises for which the trademark is
registered. Any unauthorized use of the mark tloeeefonstitutes an infringement for
which the proprietor is entitled to sue. By th@wsions of section 5(2) TMA, a
trademark registered under Part A “... shall be dektaebe infringed by any person
who, not being the proprietor of the trademark oegistered user thereof using it by
way of the permitted use, uses a mark identicai wior so nearly resembling it as to

be likely to deceive or cause confusion, in thersewf trade, in relation to any goods
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in respect of which it is registered, and in suchnner as to render the use of the
mark likely to be taken either -
(a) as being use as a trade mark; or
(b) in a case in which the use is use upon the goodh physical relation thereto
or in an advertising circular or other advertisemesued to the public, as
importing a reference to some person having thiet igther as proprietor or as
registered user to use the trade mark or to goatts which such a person as

aforesaid is connected in the course of trade.”

The use of an identical mark or a mark that ne@$gmbles the registered trademark
therefore amounts to infringement. The use musbree that likely to deceive the
public or cause confusion in the mind of the consgnpublic as to think that the
goods of the infringer is the same as that of tademark proprietor or at least that
there is a connection between the infringer andrémemark proprietor. To amount to
infringement, such use by the third part should als in the course of trade, business
or commerce which includes using the mark on prtedoc services, advertisement
and so on. As stated earlier in Unit 3, for mark&gistered under Part A, even a
comparative advertisement would amount to infringatrunder section 5(2)(b) which
forbids use in advertisement which can import anegice that the third party has the

right to use the mark of the trademark proprietor.

Similar rights are vested on a trademark proprietith respect to marks registered
under Part B of the register. However, section @{@yides a less strict standard for
infringement by stipulating that “... no injunctiar other relief shall be granted to
the plaintiff if the defendant establishes to th&sfaction of the court that the use of
which the plaintiff complains is not likely to deee or cause confusion or to lead to
the belief in a connection in the course of tradenvieen the goods and some person
entitled either as proprietor or as a registereer us use the trade mark.” Marks
registered under Part B therefore have a lessdegiron in that the defendant is
allowed to prove that the use of the mark is rialji to deceive or cause confusion or
lead to a belief of connection between the defendad the trademark proprietor. It
therefore seems that comparative advertisements beaypermissible in such

instances.
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In order to succeed in a trademark infringemeribacit is essential that the claimant
should provide the evidence of registration of tfaelemark as this is the foundation
upon which he claims a proprietary right and britigs action. In the absence of this
evidence, the action will fail (se@rysterlight Overseas Agency Ltd v. Ygolex Drugs
Co. Ltd & Anor(1997-2003) 4 IPLR 178). After this, the Claimahal establish the
actions carried out by the defendant and that swtions fall within the claimant’s
rights which has been infringed. It therefore lies the claimant to prove
infringement. Where the marks are identical ang e used in the course of trade,
infringement is usually clear. However, where tharks are resembling marks, the
onus lies on the claimant to prove that its uséikisly to deceive or confuse the

consuming public.

In determining the likelihood of confusion, the coconsiders the two marks in terms
of the senses of sights and sounds and holistidakyxamines them in the perspective
of the average consumer who usually does not Hev@pportunity to scrutinize the
two marks or place them side by side before maldangurchasing decision. It
considers the fact that many times, consumers édzided on a recollection of the
trademark. It also takes the level of literacy die tconsuming public into
consideration. Examples of infringing marks includacchus infringing on Bacchus
(Nigeria Distillers Ltd v. Gybo & Son (Nig) & Anofl1997-2003)4 IPLR 464),
Casorina infringed on Castoridlpan Pharmacy v. Sterling Products International
(1968) NCLR 151), Glucose-Aid on Lucozad®eécham Group Ltd v. Esdee Food
Products (Nig) Ltd1985) 3 NWLR (pt 11) 112).

It must be noted that the intention of the defehda®ed not be fraudulent or
deliberate in using the mark. The expression ‘ikel deceive’ does not imply fraud.
What matters is the effect of the use of the markhe defendant on the consuming
public (seeRe Egg Product’'s Applicatiof1922) 39 RPC 155).

5.3.2 Remedies for Infringement
The remedies available for trademark infringemeatthe civil remedies available in
an action of infringement of proprietary interestech as damages, injunction and

accounts. These are discussed below.
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5.3.2.1 Damages
This refers to money claimed or ordered by the tdar a person as a
compensation for loss or injury. It is the monetaoynpensation paid to a design
owner for the infringement of his rights. While theare different types of
damages, the most common are general and specigegs. General damages
refer to compensation for losses that naturallw$idrom the act of the defendant
and it need not be proved by the plaintiff as itpresumed by law. Special
damages on the other hand are not presumed by awtree plaintiff has to

provide evidence in this regard before the cowatsgrant it.

While there is no hard and fast rule in the deteatibn of damages, factors that
can be considered include the amount of royaltas the defendant obtained a
contractual licence, amount of trade or business by the claimant due to the
defendant’'s sale or use of the infringing goodsraton over which the
infringement lasted, damage to the goodwill of ¢t@mant among others. (see
Singer Co. v. Paul Asuzl0 ENLR 229).

5.3.2.2 Injunction
One of the most important remedies for trademaitnigement is an injunction
since damages may not always be a sufficient rer(eziBeecham Group Ltd v.
Esdee Food Prodcts (Nig) L{d985) 3 NWLR (pt 11) 112Alban Pharmacy v.
Sterling Products Internationgll968) NCLR 151). An injunction is an order of
the court compelling a party to do or refrain frdming an act. It is an equitable

remedy granted at the discretion of the court.

There are different types of injunctions. An inbedtory injunction is granted
pending the determination of a case and it is wseful for restraining an alleged
infringer from continuing his acts of infringemeant for the parties to maintain
status qudill the matter before the court is finally detened. This would ensure
that no further loss comes to the patent ownered@tual injunction on the other
hand is granted after the final determination ehae when the plaintiff has been
able to prove to the court that he a right whioghtiwas violated by the

defendant.
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Another type of injunction is an interim injunctiavhich lasts for a very short
time such as till a named date or the happenirgnoévent. It is usually used in
cases involving urgency and granedpartepending an application on notice to
the defendant on a later date. Because of the cygaivolved, it is not a

requirement that the plaintiff must have instituted action before the court
before it is granted. Interim injunctions are tliere very useful where there is

concern that delay would cause an irreparable damag

The conditions for the grant of an injunction asdtled in various judicial
authorities American Cynamid Co. v. Ethicon L{l975) 1 ALL ER 504). These
conditions include that:

a) The plaintiff has to satisfy the court that he hasarguable case. This does
not mean a strong case but a prima facie case vibeuddifficient.

b) Damages must not be a sufficient remedy. This ¢mmdis fundamental to
the grant of an injunction as where damages aricisult, an injunction
would not be granted.

c) The court would also weigh the balance of convergdmefore granting an
injunction.

d) The financial standing and ability of the defend@anliquidate damages.

e) Other conditions include the conduct of the parfi&sraki v. Kotoy€1989)

1 NWLR (Pt. 98) 419).

f) Delay by the plaintiff in bringing the action asstimay be considered as
acquiescence~pseco Int. Ltd v. Fordath L1 975) F.S.R. 507).

g) the plaintiff is also required to give an undertakas to damages should it
be proved that the injunction ought not to havenbgeanted in order to
protect the interest of the defendant.

5.3.2.3 Accounts of Profit
This remedy allows the claimant to recover profitade by an infringer on his
trademark where the defendant has commerciallyt tfealdesign or made profit
from it. It is only awarded where the defendant &etsially made profits from the
act of infringement. The profit that is awardedusually the net profit i.e the

gross profit excluding all other expenses of thied@éant in producing the work.
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The court also determines the amount of profit #xatrued directly from the
infringing work and not necessarily the entire bass of the defendant. Note that
a Claimant would not be allowed to have both damagel account of profits in
order to prevent double compensatidde¢cham Group Ltd v. Esdee Food
Products (Nig) Ltd(1985) 3 NWLR (pt 11) 112). He has to elect ondhafse
remedies. Therefore, where the profit made bydiéfendant is not so much, it

may be better for a plaintiff to rather sue for d@es.

5.3.2.4 Order for seizure and Inspection (Anton Pliér Order)
This order is a special type of injunction issugdtbe court which allows a
plaintiff to enter the premises of the defendantorder to seize and preserve
evidence that is essential to proving the defensléiability. It is a very important
order considering the facts that many times; igens carry out their acts in
secret or are prompt to destroy any evidence lomkirem to the infringement.
The fact that it is madex partepreserves the surprise effect on the defendant
who is taken unawares and has no time to hide siraeevidence (seEerodo
Ltd v. Unibros Store€1999) 2 NWLR 509)

This order is called Anton Piller order after tlese where it was first granted in
Anton Piller KG v. Manufacturing Processes I(1®76) 1 All ER 779. This case
stipulated the conditions under which it can bentgd. The plaintiff must have a
strong prima facie case and potential or actualadgno him should be serious.
The defendant should also be in possession of eeé¢hat is vital to the
plaintiff's case and a real possibility of the defant destroying or disposing of
such evidence. Note that being fundamentally amutjon, other conditions for
the grant of an injunction also applies here. Thertin this case distinguished
this order from a search warrant in that it putsspure on the defendant to permit
the plaintiff to enter into his premises otherwigemay risk being committed for

contempt of court.
5.3.2.5 Conversion or Delivery Up

The trademark owner may be able to request thet ¢bat all the infringing

goods and materials used in their production shbeld¢onverted to or delivered
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to him by the defendant (s&mal Foods v. Wholesome Fo¢#i390-97) 3 IPLR
52.

5.3.2.6 Destruction
A Claimant may also be entitled to request for dlestruction of the infringing
products as a general civil remedy that ‘is avddlam any corresponding
proceedings in respect of infringement of otherppidary rights’. Destruction
would be useful where the works made by the in&ingre of lesser quality,
which is usually the case. The owner may want symbds to be destroyed in

order to avoid any damage to his reputation oqtiaity of his works.

5.3.3 Criminal actions for trademarks infringement

The essence of criminalizing trademark infringementto curb organized crime
groups that are dealing in counterfeit, false aregiéive goods thereby misleading the
members of the pubic and also endangering the hesdfety and wellbeing of the
public. There are three legislations that provideninal liabilities in this regard
which are the Merchandise Marks Act, Cap M10 LFN£20he Trade Malpractices
(Miscellaneous Offences) Act Cap T12, LFN 2004, &nel Counterfeit and Fake
Drugs and Unwholesome Processed Foods (Miscellaneowvisions) Act Cap C34,
LFN 2004.

By virtue of the provisions of the Merchandise Mawct, acts that amount to an
offence include forgery of trademarks, false amggian to goods of any trademark or
any marks so nearly resembling a trademark as tcalvellated to deceive; making,
disposing of or having in one’s possession any tieck, machine or other
instrument for the purpose of forging or capable b&ing used for forging a
trademark; application of any false trade desaipto goods; and sale of goods to
which false trademarks are applied (section 3)rgiRg a trademark means making
the trademark or a mark so nearly resembling ttaatet mark as to be calculated to
deceive; falsifying genuine trademark by alteratiatdition, effacement or otherwise
without the consent of the proprietor (section™je offence of applying a trademark
or description to goods arises where the mark Hiegp to goods themselves; or to
any covering, label, reel or other thing in or withich the goods are sold or exposed.
Such coverings include bottles, boxes, wrappecs(séction 5).
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The Trade Malpractices (Miscellaneous Offences) Achtain offences such as
labelling, packaging, sale , offering for sale dvertising of any product in a manner
that is false or misleading or is likely to creat@vrong impression as to its quality,
character, brand name, value, composition, mersiaéety (section 1(a)). The Special
Trade Malpractices Investigation Panel is saddlgdsbkction 2 of the Act to

investigate whether an offence has been or is beangmitted under the Act. Upon
investigation, the panel shall submit its reporttite AGF who if satisfies that an

offence has been committed shall undertake prosec(gections 3 and 4).

Counterfeit and Fake Drugs and Unwholesome Prodefsmds (Miscellaneous
Provisions) Act punishes any person who produaepoits, manufactures, sells,
distributes or is in possession of; or sells oplaigs for the purpose of sale; or aids or
abets any person to produce, import, manufactele, distribute or display for the
purpose of sale, any counterfeit, adulterated, éaror fake, substandard or expired
drug or unwholesome processed food, in any formtseoever (section 1). The
essence is to protect public health since sucheprators usually affix the trademark
of the registered trademark proprietor in ordedézeive unsuspecting members of
the public. The Federal High Court has the jurisdicto try offences under the Act
(section 4). Enforcement task force is also createthe federal and state levels as

well as a Nigerian Police Force Squad (sectior$)5 -

5.3.4 Defences to Infringement Actions
There are certain defences available to a defenomrn action for trademark

infringement. These are discussed below.

5.3.4.1 Non-Registration or Invalidity of Registraton of the Trademark
Before a Claimant can sue for infringement underAht, the claimant must have
a valid registration of the trademark allegedlyimjed upon. Therefore, if there
was no valid registration then, then the defendhatl be absolved from liability.
Although section 49 provides that the registrabda trademark is a presumption
of its validity, such registration may still be dieaged and it can be invalidated

based on its contravention of provisions of the TM&rounds of invalidity

140



include the fact that the registration was obtaibgdraud, the mark is deceptive

or scandalous, non-use, not distinctive and so on.

5.3.4.2 No Likelihood of Deception
This entails the defendant proving that there idikelihood of deception of the
consuming public that the goods emanated fromrdetnark proprietor or are
connected to the trademark proprietor. This couddbecause the marks are
different or that eh mark is used in respect ofed#nt goods from which the
trademark proprietor registered the mark (in theseamibe of a defensive
registration). Also, where the trademark is generidescriptive, the mark would
entail words, symbols or other things that is aégum public good which should

be freely available to members of the public.

5.3.4.3 Right to Independent Use
Where the defendant has a honest concurrent uke afark under sections 7 and
8 of the Act. Also by section 5(4) The use of aseged trade mark, being one of
two or more registered trademarks that are idenbcanearly resemble each
other, in the exercise of the right to the usehait ttrade mark given by such
registration as aforesaid, shall not constitutandéimngement of the right to the
use of any other of those trademarks given by segtstration. Hence, where a
defendant has validly registered his mar also, évhis mark is identical to that

of the plaintiff, its use shall not without morenstitute infringement.

5.3.4.4 Consent, Delay or Acquiescence
This refers to where the defendant is a licencebasr a permitted use of the
trademarks. Delay would generally to defeat theioactof the claimant.
Acquiescence is where it is shown that the defeindagenerally aware of the act

of infringement but refuses to actually take amcacon this.
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5.4 Summary

In cases of infringement, a trademark proprietoenstled to civil remedies under the

Nigerian law even though such remedies are notesspy stipulated in the TMA. Such

remedies include damages, accounts, injunction deldery up. In addition to civil

remedies, there are criminal remedies for trademmaftingement as provided under

related laws. The essence of creating offences negpect of trademark infringement is

to protect the public interest and especially thesamer from deception that could lead

to health and other hazards.
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